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Wathen 


Witson & Co., Inc., or Catirornia v. THe Best Foops, Inc. 
(300 Fed. Rep. 484) 


United States Circuit Court of Appeals, Ninth Circuit 


August 4, 1924 


Trape-Marks aNv Trave-Names—Uwnram Comperirion—Use or Worps 
“Pgecoa” anp “Nvucoa” as Marks For VEGETABLE Burrer—Con- 
FUSINGLY StmILar—INJuNCTION GRANTED. 

Use by defendant of word “Pecoa” as a mark for vegetable 
butter on cartons similar to those on which plaintiff used words 
“Nucoa” as a mark on vegetable butter held to justify grant of a 
preliminary injunction. 

Trape-Marks anp Trape-Names—Uwnrair CoMPEeTITION—PRELIMINARY Iwn- 
gsunction Nor Reversiste, Unitess Asuse or Discretion Is SHown. 
The Circuit Court of Appeals will not reverse an order of District 

Court granting preliminary injunction in trade-mark infringement 
case, unless it appears that the District Court abused its discretion. 


A be A BPE DAM APD 


san Si 2 Sar ae Maa ton 


In equity. From an order granting a preliminary injunction, 
defendant appeals. Affirmed. 
















George A. Chritton, William R. Brown, Benj. B. Schneider 
and Dyrenforth, Lee, Chritton § Wiles, all of Chicago, 
Ill., William A. Loftus, of San Francisco, Calif., and 
Jerome L. Van Derwerker, of Reno, Nev., for appellant. 

McCutchen, Olney, Mannon & Greene, Edward J. McCutchen, 

Warren Olney, Jr., J. M. Mannon, Jr., and A. Crawford 

Greene, all of San Francisco, Calif., and Brown & Bel- 

ford, of Reno, Nev., for appellee. 


Before Gitpert, Ross and Rupktn, Circuit Judges. 


Ross, C. J.: The appellant was defendant in the Court 
below to a suit there brought by the present appellee, charging 
the defendant with infringement of the complainant’s trade-mark 
and unfair competition. In support of the bill a number of 
affidavits were filed, as also a motion for preliminary injunction. 







The word “Nucoa” constitutes the appellee’s trade-mark, and 
the word “Pecoa” that subsequently used by the appellant, under 
which it is alleged to have carried on the unfair competition 


complained of. The article sold by the respective parties was 
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put up in one-pound cartons of similar shape and size; the back- 
ground of the “Nucoa” carton being yellow, with the words on 
each side, ““A pure wholesome spread for bread containing vital 
food elements for health and growth,” surrounded by blue lines, 
and on top and bottom of the carton these words: 
ONE POUND NET 
NUCOA 
COCO-NUT BRAND 
FINEST TABLE QUALITY 
OLEOMARGARINE 
Contains 1-10 of 1% Benzoate Soda 


THE BEST FOODS, INC. 
Reg. U. S. Pat. Office 


Opposite which is the figure of a girl holding the handle of 
something in a cocoanut, on which are the words: 


NUCOA 
THE ORIGINAL 


surrounded by blue lines; the hat and apron of the girl and the 
words “The Best Foods, Inc.,” also being in blue. 


The cartons used by the appellant have a background of blue 


with these words on top: 


PECOA 
NUT MARGARINE 
Contains 1-10 of 1% Benzoate Soda 
Net Weight One Pound 
OLEOMARGARINE 


And on one side these words: 


PREPARED FROM PURE VEGETABLE OILS 
EXCELLENT FOR COOKING, BAKING 
AND AS A SPREAD FOR BREAD 
KEEP IN A COOL PLACE 
The bill alleged, not only that the appellant’s trade-mark 
infringed that of the complainant, but also that defendant had 
simulated the complainant’s cartons, trade slogans, and certain 
other of its advertising matter, all of which allegations were put 
in issue by the answer. A large number of affidavits were filed 
in support of each pleading by the respective parties. Upon the 
hearing of the motion, the Court below granted the preliminary 
injunction, from which the present appeal is taken. 
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Upon such a question the well-settled rule is that the ap- 
pellate court will not reverse the order of the Court below unless 
it is made to appear that the Court abused the discretion with 
which it was invested. The decisions to that effect are so numer- 
ous that it will be enough to cite two made by this Court: 
Southern Pacific Co. v. Earl, 82 Fed. 690, 27 C. C. A. 185; 
Twenty-One Mining Co. v. Original Sirteen to One Mine, Inc., 
240 Fed. 106, 110, 158 C. C. A. 142, 

The complainant alleged, among other things, in substance, 
that prior to July 25, 1905, it was engaged in manufacturing and 
selling vegetable butter in commerce with foreign nations and 
among the several states under the trade-mark ““Nucoa,” having 
prior thereto obtained registration thereof in the Patent Office 
of the United States, which has since been in full force and 
effect, and has been continuously used by it in the sale of vegetable 
butter and by those from whom it derived its title, since on or 
about February 11, 1892; that on or about May 24, 1920, com- 
plainant, in accordance with the acts of Congress (Comp. St. §§ 
9517-9524, 9530-9584) relating to copyrights, deposited in the 
Patent Office for registration a print, the title of which is “Nucoa 
Churn Girl,” a certificate of which registration was duly issued 
under the seal of the Patent Office August 10, 1920, which print 
of the churn girl has been in constant use by complainant in 
connection with the sale of its vegetable butter product, nut marg- 
arine, sold under the trade-mark “Nucoa,’ and is prominently 
displayed on its cartons; that the manufacture and sale of nut 
margarine constitute a very substantial portion of the complainant’s 
business, the gross annual receipts of which are in excess of 


$6,000,000; that it is a vegetable butter, composed principally of 


cocoanut oil and peanut oil churned in milk, and is extensively 
known and purchased as a safe, healthful, pure, economical food 
product, used for a table spread and for cooking purposes; that 
it contains no animal fats of any kind, and, except to the extent 
that it is churned in milk, contains no animal products, and is 
popularly known as and actually is a vegetable butter, which com- 
petes in all respects with butter churned from milk; that in the year 
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1915 the complainant placed its nut margarine upon the market en- 
closed in a distinctive type of container or carton, for the purpose of 
distinguishing it from all other products of a competing or similar 
nature; that at first its sales of that product were very small, 
but steadily increased from year to year, and it is now and for 
many years last past has proved to be an article of unusual popular- 
ity, to the complainant’s great profit; that in or about July, 1917, 
complainant duly registered, pursuant to the laws of the state 
of California, the trade-mark “Nucoa Nut Margarine” for a 
vegetable butter, which registration was completed in or about 
September of that year, prior to which its trade-mark “Nucoa’”’ 
was used by complainant in connection with the manufacture and 
sale of vegetable butter other than nut margarine; that, shortly 
after the complainant had commenced the sale of its nut margarine 
product under the trade-mark “Nucoa,”’ it introduced it under 
that mark to the western part of the United States, and particularly 
the territory known as the Pacific Coast States, and in or about 
December, 1918, commenced the manufacture and sale of it under 
the trade-mark “Nucoa” at its plant in the city and county of 
San Francisco, and has maintained continuously ever since that 
time a wide advertising campaign in the Pacific Coast States by 
means of newspaper displays, advertisements in magazines and 
trade journals, billboards, posters, placards, leaflets, booklets, 
blotters, projections on motion picture screens, displays in theatre 
programs, exhibitions at fairs, and otherwise, spending large sums 
of money in connection with it; that with the aid of such adver- 
tising and otherwise an extensive market throughout the United 
States, and particularly in the Pacific Coast States, has been built 
up, and complainant has acquired and enjoyed an extensive good- 
will for its said product so marketed under the trade-mark ‘“‘Nucoa,” 
and the public thereby has come to be thoroughly familiar with 
that name, and to use it as a table spread and for cooking pur- 
poses, and for all uses to which butter can be put; that large 
numbers of people use and have become accustomed to use the 
said product in addition to their use of butter and also in lieu 
thereof; that the public generally, and particularly in the Pacific 
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territory, is accustomed to buy the said product simply by the 
use of the word “Nucoa,” or the words “Nucoa Nut Margarine,” 
and by it familiarity with the style of the complainant’s carton and 
the descriptive and pictorial matter contained thereon; that the 
complainant sold from its San Francisco plant to certain named 
states in the year 1919 3,897,514 pounds of Nucoa, during the 1920 
13,626,129 pounds, during the year 1921 11,887,227 pounds, and 
during the year 1922 10,315,080 pounds of Nucoa; that continu- 
ously since the year 1918 and until the Ist day of July, 1921, all 
nut margarine manufactured and sold by the complainant in the 
territory above mentioned under the name “Nucoa,”’ except in 
the State of Oregon, was contained in cartons exactly similar to 
the carton first above referred to, except on that carton, instead 
of the churn girl picture, was placed a palm tree design; that 
between July 1, 1921, and approximately the Ist day of July, 
1922, except in the State of Oregon, two styles of carton were 
used and employed in marketing complainant’s Nucoa brand of 
nut margarine, to wit, that with the palm tree design and the 
otherwise exactly similar one with the churn girl picture, which 
last-mentioned carton has ever since July 1, 1922, been the style 
of carton employed by complainant for marketing its Nucoa brand 
of nut margarine in and about the specified territory on the Pacific 
Coast except in the State of Oregon; that for a considerable 
period prior to January 1, 1923, the defendant to the suit produced 
at its plant in the city of Los Angeles and marketed in the same 
territory, as a competitior of complainant, a certain brand of nut 
margarine of substantially the same descriptive qualities as the 
complainant’s product Nucoa, known and designated by the trade- 


mark “Wilson’s Nut Margarine,” which was not sold in large 


quantities, either in the wholesale or retail market, of said territory, 
and that, although it competed with complainant’s product, it was 
a very poor competitor, and its sale did not materially affect the 
sale of the complainant’s product; that the ‘“Wilson’s nut mar- 
garine” was substantially the same kind of product as ‘“Nucoa nut 
margarine,” but was greatly inferior as respects stability, quality 
of ingredients, care in manufacture, taste, and keeping qualities 
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for which reasons the complainant’s ‘“Nucoa” product was not 
appreciably affected by the competition offered by “‘Wilson’s nut 
margarine’; that on or about January 1, 1928, the defendant to 
the suit discontinued the name “Wilson’s nut margarine” in con- 
nection with its nut margarine product, and adopted the name 
“Pecoa” in place of “Wilson’s,” since which time it has used and 
employed that name in the marketing of its margarine product 
theretofore known as “Wilson’s nut margarine” in the Pacific ter- 
ritory referred to, using in furtherance of its sale the name “Pecoa’’ 
and the Pecoa carton above set out, with the sole purpose of 
profiting by the similarity of its name and carton to the name 
and carton under which the complainant markets its product, and 
with the intent thereby to mislead, deceive, and confuse the retail 
public, and thus causing the purchase, to a large extent, of the 
defendant’s product for that of the complainant, to the latter’s very 
substantial injury. 

Many of the affidavits filed on behalf of the complainant 
strongly tend to support the allegations of the bill, while some of 
those filed on behalf of the defendant to the suit were, in some 
respects, in contradiction of those averments. Manifestly, the 
trial court was not called upon on the application for a preliminary 
injunction to decide the merits of the case, nor would it have been 
proper for it to have undertaken to do so; but we think it per- 
fectly plain that the similarity of the trade-marks and cartons of 
the respective parties was such that the Court below cannot be 
properly held to have abused its discretion in granting the pre- 
liminary injunction complained of. There were, of course, in- 
numerable names that the appellant could have selected, instead 
of that of “Pecoa,” and any number of sizes and shapes and 
designs and phrases under which to market its product, without 
adopting a name, carton, design, and phrase so similar to those of 
the complainant, as it did. 

The order is affirmed. 
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France MiLtutinc Company v. WasHsBurRN Crosspy ComMPANY 
United States Circuit Court of Appeals, Second Circuit 
April 6, 1925 


Trape-Marxs anp Unrair CompetirioN—Lacues. 

Appellant, in failing for more than ten years to act to protect 
his rights, having full knowledge of the use of the alleged infringing 
mark by appellee, held to have forfeited his right to relief. 

Trape-Marxs ann Unrair Competirion—CrassiricaTion oF Goons Depenp- 
ENT ON ComMmenctaL Custom—Wueat Fiour anp Preparep Pan- 
caKE Frovur 1x Dirrerent CLasses. 

Classification of any commercial article depends much more on 
commercial custom than upon the inherited nature of the product. 
Therefore, “straight” or wheat flour and prepared pancake flour are 
goods belonging to different classifications. 

Trape-Marxks anv Unramr Compretrrion—Score or Prorecrion to Non- 
Distinctive NAMES. 

The degree of appropriation accorded to the originator of a trade- 
name often varies with the kind of name he originates, a name truly 
arbitrary, strange and fanciful being more specifically distinctive of 
a single origin than when it is frequently used by many and in 
differing lines of business. 

Trape-Marxs ann Unram Competrrion—Use or “Gotp MepaL” on Wueat 
Frour anp on Pancake Frour—Use on Wueat Frovr Dw Nor 
Warrant Extension to Pancake Frour—Appeat—AFFirMAl. 
The appellee’s use of the words “Gold Medal” as a trade-mark 

for pancake flour, begun by it in the year 1905, the choice of such 
words being due to the award to appellee of a prize on its flour, 
was not an infringement on the use by appellant of the same words 
on “straight” or wheat flour, begun by its predecessors in the year 
1880. On the other hand, appellant’s use of the words “Gold Medal” 
on pancake flour, begun long after the similar use by appellee, held 


unfair competition, and the order for a preliminary injunction was 
affirmed. 


Before Rogers, Hoveu and Manton, Circuit Judges. 


Darby § Darby, of New York City (Samuel E. Darby, Jr., 
of counsel), and Edw. S. Rogers, of Chicago, IIl., for 
defendant-appellant. 

Frank A. Whitely, and Harry D. Nims, both of New York 
City, for plaintiff-appellee. 


In equity. Appeal from interlocutory decree granting injunc- 
tion pendente lite entered in the District Court for the Southern 
District of New York. Affirmed. (For decision of the lower court, 
see 15 T. M. Rep. 66.) 
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This case though heard upon affidavits only, was so fully 
shown below, that it may be regarded as “tried out’”—as both 
parties agree. 

The plaintiff (hereinafter called France) sued to protect its 
trade-mark “Gold Medal” as applied to prepared “pancake” and 
buckwheat flour. The first of these products is composed of 
wheat and corn flours leavened and seasoned, and the second is 
a mixture of wheat and buckwheat flours similarly treated; and 
both have hitherto been sold by France in packages, usually rather 
small, for purposes of distribution. Plaintiff is a corporation doing 
business at Cobleskill, New York, and has been putting out its 
flours since 1904, in which year it obtained a gold medal for the 
same at the Louisiana Purchase Exposition at St. Louis. In the 
following year it adopted and has since continuously used the 
words “Gold Medal” as its trade-mark for the goods that won the 
prize, accompanied by a representation of the obverse and reverse 
of a medal. The business is of moderate size, but its sales have 
extended into almost half the states of the Union, centering, how- 
ever, in the country’s northeastern region. 


Defendant (hereinafter called Washburn) is a corporation 
whose principal office is at Minneapolis, Minn. It is one of the 
largest producers of wheat flour in the world, and its business 
is correspondingly extended, especially has it for many years adver- 
tised and sold flour in enormous quantities in the same northeastern 
portion of this country in which France has for upwards of twenty 
years found a considerable market. 


Washburn, by its predecessors, and in a continuous and ex- 
tending business has used “Gold Medal” as a trade-mark for wheat 
flour since 1880 selling the same in barrels and bags; but until 
the end of 1928 or thereabouts it never made nor sold pancake 
flour, and had nothing to do with buckwheat so far as shown. 
For many years it has had a branch establishment at Buffalo, N. Y., 
in charge of a vice-president and from that branch France bought 
some of the wheat flour it required, giving orders and conducting 
correspondence on paper prominently announcing its trade-mark 
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and the character of its products. This began at least as early 
as 1912. 

In 1923 rumors reached France that Washburn intended to 
extend its business to prepared flours in package form under the 
trade-mark “Gold Medal,’ and France protested against such 
alleged infringement. The correspondence is in evidence, and 
shows in our opinion boldness and frankness on the part of France 
and evasion on that of Washburn, but the latter never admitted 
that France had any right to the phrase “Gold Medal.” 

In December, 1923, Washburn registered the phrase as a 
trade-mark for prepared pancake flour. This was quite naturally 
taken as a declaration of war, and France in March, 1924 peti- 
tioned the Patent Office to cancel Washburn’s registration; and it 
was cancelled by agreement. We find that this registration was a 
corporate act, but it was recognized as soon as counsel were con- 
sulted, as a tactical blunder, yet we regard the transaction as some 
evidence of how the practical business men conducting Washburn’s 
affairs looked upon prepared or “pancake” flour as compared with 
“straight” or unmixed flour. They thought of it as a different 
commodity, and therefore something new to which their old and 
well-known trade-mark might be extended; hence the new regis- 
tration. Washburn’s “Gold Medal” flour (simpliciter) had been 
registered for many years before France began business. 

We find that France knew, as every man in any kind of 
flour business knew, that Washburn in 1904 was widely selling 
wheat flour under the trade-mark “Gold Medal”; also that France 
did nothing secretly and Washburn’s agents and officers in the 
eastern part of the United States knew what France was doing 
for more than ten years before 1928, and did nothing about it— 
except to encourage France to buy flour from them. Both sets of 
business men regarded wheat flour as raw material—for France. 
During the forty-four years that Washburn has used “Gold Medal” 
as a trade-mark, the phrase has been registered upwards of sixty 
times in the Patent Office, and applied to articles as diverse as 
fishing rods and finishing wax, kidney medicine and beer, and 
almost every kind of food product. 
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France having begun this suit, Washburn counterclaimed, as- 
serting that France’s use of the trade-mark for prepared flours 
was and always had been an infringement upon its rights, and in 
its turn demanded injunctive relief. 

The Court below granted France’s motion and denied Wash- 
burn’s whereupon the latter appealed. 


Hoven, C. J.: There was a good deal said at bar about 
fraud and wrongdoing, which we lay entirely aside. The reason 
for France’s assumption of “Gold Medal” in 1905 was pardonable 
pride in his prize; there was no intent on his part to trade on 
Washburn’s fame; nor is there any evidence that he ever did so 
trade. 

We likewise lay aside all arguments based on registration of 
marks; these litigants must both stand on what are usually (and 
not very accurately) called their “common law” rights, aided by 
such equities derived from conduct and lapse of time as may serve 
them. 

France and Washburn, now that the latter has gone into the 
business of selling prepared flours, are competitors—something 
they never were before 1924. It may be true that a competent 
cook can mix Washburn’s “Gold Medal” flour with corn meal leaven 
and appetizing flavors, and make perhaps the best “pancakes” ; 
but the parties hereto do not make nor sell cakes—they sell the 
cook something out of which she can evolve the edible product 
without thought or much labor; this something Washburn neither 
made nor sold before 1924; France did, and had for twenty years. 

Thus at the time this suit began the situation in one view 
was exactly “the ordinary case of parties competing under the 
same mark, (and) it is correct to say that prior application settles 
the question” between them (Hanover §c. Co. v. Metcalf, 240 
U. S. 408 [6 T. M. Rep. 149]). 

This ruling by Pitney, J. may be amplified by enquiring 
whether the parties at bar are now competing under the same mark 
in the same goods. They evidently are—in “pancake flour’; 
wherefore, the next and vital enquiry is whether “straight” wheat 
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flour, and “prepared flours’ are the same goods, or the same “class 
of commodities.” 

This is a question of fact; there is no rule of law applicable 
except that legal principle which underlies both the allied doctrines 
of trade-marks and unfair competition, viz.: that any honest man 
is entitled to have the good-will of his business protected, by 
protecting the means whereby the public has come to distinguish 
and recognize the complainant’s product. 

It follows that if one asks whether in 1928, Washburn had 
any business in pancake or buckwheat flours to be protected, the 
answer is no, while it is emphatically yes, if the query be put 
as to France. 

If, then, so many years of building up trade in “straight” 
wheat Gold Medal flour, had produced no business in prepared 
flours, how can it be said that the two articles belong to the same 
class of commodities? Classification of any commercial article de- 
pends far more on commercial custom than upon the inherent 
nature of the product. Dog biscuit and pilot bread are closely 
allied in physical origin, and so are gun cotton and calico, but in 
commercial classification they are poles apart. The difference be- 
tween “straight” and prepared flours is not so great as in the 
illustrations given, but that as commercial commodities they are 
different is in our opinion plainly shown by the exhibition of 
business methods given by the affidavits; and that such was Wash- 
burn’s own opinion in 1923 we have pointed out above. 

To take another view of the matter—the degree of exclusions 
of appropriation accorded to the originator of a trade-name, often 
varies with the kind of name he originates. If the name or mark 
be truly arbitrary, strange and fanciful, it is more specially and 
peculiarly significant and suggestive of one man’s goods, than 
when it is frequently used by many and in many differing kinds 
of business. Of this Kodak is a famous example, and the English 
Courts have prevented one from putting forth Kodak bicycles, at 
the suit of the originator of the name for a totally different article. 
(Eastman v. Kodak Cycle Co., 15 R. P. C. 105; c. f. Re Dunn’s 
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Trade-Mark, 7 R. P. C. 811, and Dunlop v. Dunlop, 16 R. P. C. 
12.) 

In this Court the same influence is seen in Aunt Jemima Mills 
Co. v. Rigney, 247 Fed. 407 [8 T. M. Rep. 163], where the above 
line of cases is quoted and relied on. 

The phrase “Gold Medal” is distinctly not in the same class 
of original arbitrary or fanciful words as Kodak and Aunt Jemima. 
It is a laudatory phrase, suggestive of merit, recognized by some 
organization of authority awarding a prize. It is only allied to 
some particular business or person, by insistent, persistent adver- 
tising. Washburn’s flour has been so advertised, and the proof 
is ample that publicity efforts have borne fruit, so that Gold 
Medal flour means among purchasers Washburn’s flour. Yet it 
must always be remembered that there is nothing original about 
the name per se, it is exactly like the phrase “Blue Ribbon,” and 
has been as extensively and variously applied. One who devises 
a new strange, “catching’’ word to describe his wares, may and 
often has by timely suit prevented others from taking his word 
or set of words to gild the repute of even wholly different goods; 
(cases supra), but one who takes a phrase which is the common- 
place of self-praise like Blue Ribbon or Gold Medal must be 
content with that special field which he labels with so undistinc- 
tive a name. Of this Pabst §c. v. Decatur &c. Co., 284 Fed. 110 
[13 T. M. Rep. 1] and Anheuser &c. Co. v. Budweiser § Co., 295 
Fed. 306 [15 T. M. Rep. 103], constitute a perfect illustration; in 
the first decision, “Blue Ribbon” was restricted to the single 
product with which plaintiff had associated it, while in the second, 
Budweiser was given a wider sphere of influence. In the present 
case Washburn has been known by advertising Gold Medal not a 
line of products, nor any product of a varied business, but one 
separate well-known commodity, pure wheat flour, and with that 
he must be content. 

Taking still another view of the evidence, Washburn’s claim 
is not timely; the laches, indeed the acquiescence of so many years, 
while France was building up a non-competitive business, must be 
given weight. Carroll v. McIlvaine, 188 Fed. 22, affirming 171 
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Fed. 125 is conclusive against the award of any injunction against 
France, and the inequity of granting such relief is too manifest 
for discussion. 

Result is—Washburn by persistent and pushing use of a well- 
known and non-dictinctive name has on this record made it a good 
trade-mark for just what it was applied to, pure or straight wheat 
flour; to that commodity France never applied the name, but did 
apply it to a commercially distinct article as he had good right to 
do. Both parties are entitled to be protected in their several busi- 
nesses, France has not attacked Washburn, therefore the latter 
needs no relief; Washburn has deliberately attacked France, there- 
fore the decree below was right and is affirmed, with costs. 


AvTOLINE O11 Co. er av. v. InpIAN RerFinine Co., Inc. 
(3 Fed. Rep. [2d] 457) 


United States District Court, District of Maryland 


December 30, 1924 


Trape-Marxs ann Trape-Names—Uwnram Competirion—Marx Denortine 
Grave or Quauiry Nor Vai Trape-Mark. 

A mark or symbol, used primarily to denote grade or quality and 
not origin, cannot become a valid trade-mark. 

Trape-Marxs AND ‘Trape-Names—Unram Competirrion—REecisTRation 
Raises StronG Presumprion or VALipiry. 

The registration of a trade-mark by the Patent Office furnishes 
a strong presumption of its validity. 

Trape-Marxs aNp Trape-Names—Unrair Competirion—Wronervut In- 
Trent Nor Essentiat To INFRINGEMENT OF RecisterED Trape-Marx. 
In a suit for violation of a properly registered trade-mark, it 

is not necessary to show wrongful intent or facts justifying an 
inference of such intent. 

Trape-Marxs aNp Trape-Names—Unram Competition—Letrers May 
Constirute Vai Trapve-Marx. 

Letters, or initials in combination, and in some cases a single 
letter, if used by a manufacturer to designate the goods he manufac- 
tures to distinguish them from those made by another, may constitute 
a valid trade-mark. 

Trape-Marxs aNp Trave-Names—Unram Competirion—Trane-Marx In- 
DICATING GRADE OR Quatiry aND Nor Oricin Hew Invaum. 
Complainant for several years manufactured and sold lubricating 

oils for automobiles under the trade-mark “Autoline,” which it 
registered. Later it compounded a nonchatter oil, especially adapted 
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for Ford cars, which it sold at first under the name “Ford Autoline,” 
and later “F Autoline.” It registered as a trade-mark a symbol 
consisting of the letter “F,” in connection with the words “Autoline” 
and “For Ford Cars.” In its advertising it printed lists in which it 
recommended F, Autoline for Ford cars, and each of several other 
grades, designated by numerals for different makes of car. Held 
that the letter “F” as so used designated the kind or grade of oil 
and not origin, and was invalid as a trade-mark. 
Trave-Marks AND ‘Trape-Names—Unram Competirion—Trape-Mark 
ABANDONED By Its Use as a Grape Mark. 
The use of an established trade-mark on a new product as a 
grade mark is an abandonment of the symbol as a trade-mark, and 
justifies its use in the same way by any one else. 


Trave-Marxs ann Trave-Names—Unram Competitrion—“Unrairn Competti- 
TION” DEFINED. 


Nothing else than conduct tending to pass off one man’s mer- 


chandise or business as that of another will constitute “unfair com- 
petition.” 


In equity. Suit for trade-mark infringement and unfair com- 
petition. Decree for defendant. 


John E. Cross, Albert E. Donaldson, and Jessie N. Bowen, 
all of Baltimore, Md., for complainants. 

Bartlett § Brownell, of New York City, and Haman, Cook, 
Chesnut § Markell, of Baltimore, Md., for defendant. 


Soper, D. J.: The bili of complaint alleges the infringe- 
ment by the defendant of two registered trade-marks belonging to 
the complainant Wm. C. Robinson & Son Company, and also acts 
of unfair competition, and prays for an injunction, for an account- 
ing of profits, and for other relief. The first trade-mark consists 
of the letter “F” inclosed within the outline of a diamond-shaped 
figure as a trade-mark for engine and machine oils. The second 
trade-mark consists of the letter “F’ somewhat ornamental in 
design, but unaccompanied by the diamond-shaped figure as a trade- 
mark for lubricating oils. There are two complainants. Wm. C. 
Robinson & Son Company, hereinafter called the Robinson Com- 
pany, was incorporated in 1901. It operates a plant for the blend- 
ing of oils in Baltimore, and is the successor in business of the 
former copartnership known as Wm. C. Robinson & Son, long 
established in that city. When the automobile business became 
active, it adopted the name “Autoline Oil Company,” which it 
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advertised as the “automotive oil sales’ department” of its business. 
In 1924 the Autoline Oil Company was incorporated and acquired 
all of the stock of the Robinson Company. When the complainant 
is referred to in this opinion, the latter company is meant. 

In the year 1887 the firm, which preceded the corporations, 
adopted and used the diamond “F” as a trade-mark for engine 
and machine oils and in 1914, upon the application of the Robin- 
son Company, the trade-mark was duly registered. At this time 
the principal business of the company was the distribution and 
sale of general lubricating oils to industrial plants, mills, machine 
shops, ete. “Diamond F” engine and machine oils became known 
to the oil trade in the northern, eastern, and southern states, and 
as far west as Chicago, and the trade-mark indicated to the trade 
in this territory not only an engine or machine oil, but one manu- 
factured by the Robinson Company. This product became an 
important part of the business, and amounted to 30 per cent. of 
the output. Business conditions became somewhat unfavorable 
during the World War, so that “Diamond F” machine and engine 
oils were not so easily marketed as in previous years, but the 
product still remained the best seller of the complainant’s oils of 
this description. 

The trade-mark “F,” unaccompanied by the diamond-shaped 
figure, is of more recent origin. It was registered in the Patent 
Office on February 20, 1928. The Robinson Company, in the 
meantime, had embarked upon the business of the blending and sale 
of lubricating oils for internal combustion engines and automobiles. 
These oils it sold under the trade-name “Autoline,” which, upon the 
company’s application, was duly registered in the Patent Office 
on November 7, 1905. The trade-mark was adopted as an arbitrary 
word indicating the origin of the oils, and has been continuously 
used by the Robinson Company in connection with the sale and 
distribution of its automobile lubricants. 

For some eighteen months prior to January 1, 1922, the Robin- 
son Company was endeavoring to discover a lubricating oil espec- 
ially adapted to Ford automobiles. It was common experience that 
because of the construction of the Ford car ordinary lubricating 


sa ae nn a 


a nll tN a Ae Tae, ital 
hs ba _ ate - ’ = 


194 FIFTEEN TRADE-MARK REPORTER 


oils, suitable for other automobiles, were not entirely satisfactory 
for Fords. The foot or service brake on a Ford car operates 
upon the transmission, which is of the planetary type. Leather 
bands surround and contract upon a drum in the transmission when 
the brake is applied. It was found that in the use of lubricants 
generally employed the bands acquired a hard, glazed surface so 
that when the brake was applied and the bands were contracted 
they would alternately slip and hold in contact with the drum, 
and a more or less violent vibration of the transmission and of the 
whole car would ensue. This vibration was known as chattering, 
and the problem to which the complainant, as well as others in the 
oil trade, devoted themselves was the discovery of a nonchatter 
oil. 

In the latter part of 1921 the Robinson Company perfected a 
nonchatter oil at its Baltimore plant by combining with a petroleum 
base a small percentage of animal oil known as degras, consisting 
of refined wool grease. In December of that year samples 
were furnished to local Ford dealers and repair shops, and found 
to be satisfactory. When the new oil was used, the transmission 
bands were kept soft and pliable so that too sudden gripping was 
avoided. In January, 1922, the Robinson Company began to adver- 
tise the new oil. It adopted the name “Ford Autoline” to distin- 
guish the product from other kinds of Autoline which it was adver- 
tising for automobiles of other makes, and to indicate to Ford 
owners that it was especially suitable to their cars. The advertise- 
ments took the form of articles in the Baltimore newspapers, of 
circulars or broadsides sent to Ford dealers in the eastern half 
of the United States, and of other advertising devices which were 
sent to owners of Ford cars. 

The interest of Ford dealers and owners was elicited, and 
the Robinson Company, determined upon a campaign of national 
advertising. On January 22, 1922, an extended conference was 
held between officers, employees, and advertising men to determine 
finally upon the name of the new oil and the details of advertise- 
ment. It was decided to abandon the name “Ford Autoline” for 
fear that its use might infringe upon the rights of Henry Ford, 
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since the name would probably be understood as indicating an oil 
manufactured by Ford. See Ford Motor Co. v. Wilson (D. C.) 
223 F. 808. Nevertheless the Robinson Company was greatly 
desirous of adopting a mark that would attract the attention of 
Ford owners and dealers. Indeed the importance of the venture 
rested largely upon the fact that approximately one-half of the 
automobiles used in the United States were Fords, whose needs 
the company wished to supply. Finally it was determined to call 
the oil “F Autoline,’ because the letter “F’’ could be so used 
as to indicate readily that the oil was suitable for the lubrication 
of Ford cars. This was the primary reason for the adoption of the 
symbol. Another reason which occurred to the company at the 
time was the fact that for many years past it had used the 
“Diamond F” trade-mark upon engine and machine oils. 

Having decided upon the name of the lubricant, the Robinson 
Company incurred great expense to make known to the trade that 
it had an oil suitable for Ford cars, and that the name of the 
oil was “F Autoline.” During the year 1922, $77,000 was spent 
for advertising. A page advertisement was inserted in the Literary 
Digest of February 4, 1922, and later in the Saturday Evening 
Post and other magazines. Advertisements were inserted in news- 
papers in 100 cities and towns throughout the United States. 
Telegrams were sent to some 5,000 Ford dealers in various parts 
of the country. Circulars and broadsides were published and widely 
distributed. The Robinson Company also spent $35,000 in 1928 
and $84,000 for nine months in 1924 chiefly in advertising “F 
Autoline.” 

The merits of the new oil and the advertisement thereof created 
a demand which grew steadily until it reached its peak in May, 
1922. On June 30, 1922, application was made to the Patent 
Office for the registration of the trade-mark. It indicated that a 
symbol consisting of the letterF,” somewhat ornamented and 
embellished, was to be attached to packages containing lubricating 
oil. The samples of the trade-mark furnished showed that the 
letter “F” was used in connection with the word “Autoline,” the 
registered trade-mark of the Robinson Company, and also in con- 
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nection with the words “for Ford cars.” Registration was finally 
granted on February 20, 1928. Patents for the oil were granted 
in 1922 and 1923, but no charge of their infringement is made in 
this case. 

Both before and after January 1, 1922, it had been the custom 
of manufacturers and distributors of oils to use letters and num- 
bers to indicate the grades or kinds of oil sold. The purpose of 
those who sought the automobile trade was to emphasize a trade- 
name which indicated the origin of the product, as for instance, 
Autoline, in the case of the Robinson Company; Polarine in the case 
of certain of the Standard Oil Companies and Havoline, in the case 
of the defendant, the Indian Refining Company. These names the 
manufacturers endeavored to advertise widely, the grade marks be- 
ing associated therewith to enable the dealers and customers to fol- 
low the more easily the recommendations of manufacturers of the 
appropriate grade of oil for particular makes of automobiles. It is 
conceded that there was no letter of the alphabet that was not 
so appropriated and used. As a matter of fact, the Robinson Com- 
pany themselves used the symbol “FF” as a grade mark on cup 
greases, manufactured for the lubrication of automobiles, and at 
one stage of its national advertising compaign made use of the 
letter “F” in connection with the word “Tractorlene” to indicate 
the proper kind of lubricant to be used upon Ford tractors. Prior 
to the discovery of the “F” oil the grade recommended by the 
complainant for Ford tractors had been known as “C Tractorlene.” 
The letter “F,” although not customarily used to indicate an auto- 
mobile oil prior to the transactions covered by this case, has been 
used in the petroleum business as a grade mark for oils suitable for 
other purposes but its use seems to have been limited to wholesale 
transactions between refiners and jobbers. 

Prior to the discovery of the Ford oil it had been the custom 
of the Robinson Company, and of other manufacturers of lubricants 
for automobiles, to issue lists or charts containing the names of 
most of the automobiles used in the United States, with recom- 
mendations of the character, grade, or kind of oil to be used on 
the different kinds of cars. These lists were distributed to cus- 
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tomers and dealers. The Robinson Company manufactured six 
different grades or kinds of Autoline which were respectively 
designated as 00, 23, 2, 4, 6, and 8. Packages containing the 
various kinds of Autoline were marked with the symbol for the 
grade contained therein. 00 Autoline was specially recommended 
for Franklin cars; 2 Autoline for Ford cars, etc. When the com- 
plainant placed on the market the new oil for Fords, its charts 
or circulars were changed so as to indicate that “F Autoline” 
was the proper grade or kind of oil for Fords, instead of “2 
Autoline” previously recommended. 

Autoline was sold both before and after the adoption of the 
new oil in a small amount, approximating 2 per cent. of the total 
output, in one or five gallon cans, bearing on the face lithographs 
displaying the word “Autoline,” the letter or number indicating 
the grade, and the name and address of Wm. C. Robinson & Son 
Company. The grade letter was not lithographed upon the can. 
As in the case of other dealers, a space or panel on the can 
beneath the name of the oil, e. g., “Autoline,” was left blank, in 
which the manufacturer stamped the letter or figure indicating the 
character of the contents. The full-page advertisements of “F 
Autoline” in magazines of national distribution contained pictures 
of the one-gallon can in which the letter “F” appeared in the 
grade panel. The larger part of the oils were distributed in drums 
or barrels on the head of which the name of the oil was marked. 
Since most retail customers did not buy in packages, but only by 
the quart, they were not likely to see in a retail dealer’s place 
the packages containing the oil. In order to attract their attention, 
signs of considerable size were distributed to be displayed by the 
dealers. The signs of “F Autoline’ which were first put out by 
the complainant contained the letter “F” and the word “Autoline” 
arranged in substantially the same way as the lithographs upon 
the cans; that is to say, that, while the letter “F” was plainly 
visible, it was not emphasized to the same extent as the word 
“Autoline.” 

The national advertising campaign of the Robinson Company 
naturally attracted the attention of other dealers in petroleum 
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products. One of them was the defendant in this case. It is a 
New York corporation, with its main office in New York City, 
and a refinery in Lawrenceville, Ind., capable of producing 15,000 
to 20,000 barrels of oil per day. See Valvoline Oil Co. v. Havoline 
Oil Co. (D. C.) 211 F. 189 [4 T. M. Rep. 257]. It conducted 
a large business in oils throughout the United States amounting 
approximately to $20,000,000 per year, and marketed its automo- 
bile lubricants under the trade-name of “Havoline,” using various 
letters and numbers to indicate the different grades. It has been 
an advertiser on a national scale since 1914. The Literary Digest 
advertisement of the Robinson Company of February 4, 1923, came 
to its attention. It also learned of other nonchatter oils which were 
on the market, notably the Warco Nonchatter Oil and Doublene. 
In March or April of 1922 it caused samples of these oils to be 
analyzed, and shortly thereafter devised a product of its own for 
the same purpose. It recognized the advantages of putting a Ford 
oil upon the market in competition with complainant’s “F Auto- 
line,” and also that the letter “F’’ employed in connection with the 
words “for Ford cars” was an advertising device of value. Ac- 
cordingly the defendant named its Ford oil “Havoline F.” There 
is some evidence tending to show that the letter “F” was adopted 
by the defendant independently of the action of the Robinson 
Company, but the latter’s use of the letter “F” was first begun and 
its advertisements had come to the attention of the defendant before 
it entered the field. 

When the defendant advertised its own Ford oil, it called 
especial attention to the suitability of the oil for Ford cars. Maga- 
zines of nation-wide circulation carried the advertisements, and 
there were also newspaper advertisements of considerable variety 
and number, as well as circulars and signs for display in garages 
and machine shops. $77,000 was spent for Havoline advertise- 
ments generally in 1921; $199,000 in 1922; and $234,000 in 
1928; and $247,000 in the first nine months of 1924. The pro- 
portion of the sums so expended devoted to “Havoline F’’ was not 
ascertained, but it was considerable in amount. 

The results were soon manifest in the Robinson Company’s 
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business. While the sales of “F Autoline” continued to be large, 
and presumably profitable, and have so continued until the present 
time, amounting approximately to 35 per cent. of the Robinson 
Company’s entire business, they did not continue to grow and 
increase as they bid fair to do before the defendant began its 
operations. Notice of the defendant’s activity came to the officers 
of the Robinson Company in April, and the extent of the defend- 
ant’s activity was known to all by a page advertisement in the 
Saturday Evening Post of June 9, 1922. It was followed by 
extensive publications throughout the year. There was no protest, 
however, on the part of the Robinson Company. It applied for 
the trade-mark “F” on June 30, 1922, but did not notify the defend- 
ant of infringement until March 1, 1923, as short time after the 
registration of its trade-mark, which took place February 20, 1923. 

Almost from the beginning of its campaign in April, 1922, the 
defendant especially emphasized the “F” by its size and manner 
of display in connection with the word “Havoline.” In no case 
was the letter “F” used alone, and it would have been well-nigh 
impossible for anyone to read the advertisements without perceiving 
that the product advertised was a Havoline Oil. The Robinson 
Company, not to be outdone, increased the size of the letter “F” 
in its advertisements from time to time, until it became a very 
significant feature, but in its case also the letter was invaribly 
employed in conjunction with its general trade-mark for automo- 
bile oils, “Autoline.” The enlarged “F” was unquestionably used 
by both parties to attract the trade of Ford owners and dealers, 
and, as it was always associated with the words “for Fords” or 
“for Ford cars,” it speedily acquired the significance of a suitable 
oil for that make of automobile. 

The Robinson Company was not the first concern to put out 
a Ford oil which proved to be permanently marketable. The 
Warren Refining & Chemical Company of Cleveland, Ohio, adver- 
tised and sold such a product throughout the year 1921. Nor 
was the Robinson Company the first to advertise an oil especially 
suitable for Ford cars, or indeed to employ the letter “F” in this 
connection. There were scattering instances in which similar prod- 
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ucts had been called “Ford” oil prior to January, 1922, and there 
was one case in which the letter ‘““F” had been occasionally used in 
New York City as an abbreviation of the word “Ford,” but its 
use was not long continued. There can be no doubt, however, 
that the complainant was the first to advertise a successful Ford oil 
on a national scale, and the first to adopt the letter “F’’ prominent- 
ly as an advertising symbol of the goods. It is also beyond doubt, 
that, had the complainant been able to maintain the exclusive use 
of the letter “F” as a symbol, indicating to Ford owners and 
dealers that its product was suitable for Ford cars, it would have 
had a very considerable advantage over other competitors. 

The actual event was quite different. Not only did the defend- 
ant adopt a similar advertising device, but other manufacturers, 
noting the success of these ventures in the production of Ford oils, 
put lubricants of a similar character upon the market, and em- 
ployed the letter “F” as a grade mark indicating a Ford oil, with 
the result that at the time of the trial there were on the market 
not only “F Autoline” and “Havoline F,” but “Polarine F,” the prod- 
uct of the Standard Oil Company of Indiana and of the Standard 


Oil Company of Ohio; “Warco F,”’ of the Warren Refining and 
Chemical Company; and “Zeroline F,’ of the Standard Oil Com- 
pany of California. In most of their advertisements a tendency to 
exaggerate the letter “F” is noticeable. It is fair to say that at 
this writing the letter has become firmly established in the oil 
trade as a symbol or advertising device for lubricating oils for 
Ford cars. 


The crucial question in the case is whether the trade-mark 
“F” was adopted by the complainant as indicative of origin or 
descriptive of quality. The case of Mfg. Co. v. Trainer, 101 U. S. 
51, 25 L. Ed. 993, is most pertinent. The Amoskeag Mfg. Co. 
manufactured ticking, and marked it products with labels contain- 
ing the name of the company, and certain letters, A, B, C, or D, 
indicating the grade of excellence of the goods. Later it introduced 
a better grade, adopting for it, the letters “A. C. A.” being a 
combination of the initials of its name, “Amoskeag Company,” and 
the letter by which it formerly indicated the first grade. Sub- 
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sequently the defendant, a manufacturer of similar goods, made 
use of the same letters, “A. C. A.” as a grade mark for its goods, 
by which it designated ticking of a particular quality. It was held 
that the trade-mark was not valid because it was adopted by the 
plaintiffs to indicate the quality of the goods manufactured, and 
not their origin. The Court said: 

“The object of the trade-mark is to indicate * * * the origin 
or ownership of the article to which it is applied. If it did not, 
it would serve no useful purpose either to the manufacturer or to 
the public; it would afford no protection to either against the 
sale of a spurious in place of the genuine article. * * * No one 
can claim protection for the exclusive use of a trade-mark * * * 
which would practically give him a monopoly in the sale of any 
goods other than those produced or made by himself. If he could, 
the public would be injured, rather than protected, for competition 
would be destroyed. Nor can a generic name or a name merely 
descriptive of an article of trade, of its qualities, ingredients, or 
characteristics, be employed as a trade-mark, and the exclusive 
use of it be entitled to legal protection. * * * 

“The owner of an original trade-mark has an undoubted right 
to be protected in the exclusive use of all the marks, forms, or 
symbols that were appropriated as designating the true origin or 
ownership of the article or fabric to which they are affixed; but 
he has no right to the exclusive use of any words, letters, figures, 
or symbols which have no relation to the origin or ownership of 
the goods, but are only meant to indicate their names or quality. 
He has no right to appropriate a sign or symbol, which from the 
nature of the fact it is used to signify, others may employ with 
equal truth, and therefore have an equal right to employ for the 
same purpose.” 

In the case of Lawrence Mfg. Co. v. Tennessee Mfg. Co., 188 
U. S. 587, at page 547, 11 S. Ct. 896, 400 (84 L. Ed. 997), it 
is said: 

“Nothing is better settled than that an exclusive right to the 
use of words, letters or symbols, to indicate merely the quality of 
the goods to which they are affixed, cannot be acquired. And while 
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if the primary object of the mark be to indicate origin or owner- 
ship, the mere fact that the article has obtained such a wide sale 
that it has also become indicative of quality is not of itself sufficient 
to debar the owner from protection, and make it the common 
property of the trade (Burton v. Stratton, 12 Fed. Rep. 696), 
yet, if the device or symbol was not adopted for the purpose of 
indicating origin, manufacture, or ownership, but was placed upon 
the article to denote class, grade, style, or quality, it cannot be 
upheld as technically a trade-mark.” 

In the case of Columbia Mill Co. v. Alcorn, 150 U. S. 460, 
at page 468, 14 S. Ct. 151, 152 (87 L. Ed. 1144), it is said: 

“To acquire the right to the exclusive use of a name, device, 
or symbol, as a trade-mark, it must appear that it was adopted 
for the purpose of identifying the origin or ownership of the 
article to which it is attached, or that such trade-mark must point 
distinctively, either by itself or by association, to the origin, manu- 
facture, or ownership of the article on which it is stamped. It 
must be designed, as its primary object and purpose, to indicate 
the owner or producer of the commodity, and to distinguish it from 
like articles manufactured by others. * * * If the * * * symbol 
was adopted or placed upon the article for the purpose of identify- 
ing its class, grade, style, or quality, or for any purpose other 
than a reference to or indication of its ownership, it cannot be 
sustained as a valid trade-mark.” 

See, also, Beadleston §& Woerz v. Cooke Brewing Co., 74 F. 
229, 20 C. C. A. 405; Vacuum Oil Co. v. Climax Refining Co., 
120 F. 254, 56 C. C. A. 90; Stevens Linen Works v. Wm. §& John 
Don & Co. (C. C.) 121 F. 171; Affirmed in 127 F. 950, 62 C. C. A. 
582; Dennison Mfg. Co. v. Scharf Tag Label §& Box Co., 135 
F. 625, 68 C. C. A. 268; Touraine Co. v. Washburn Co., 286 F. 
1020, 52 App. D. C. 356 [13 T. M. Rep. 121]; Horlick’s Malted 
Milk Co. v. Borden Co., 295 F. 233, 54 App. D. C. 91 [14 T. M. 
Rep. 131]. 

The effect of the Trade-Mark Act of February 20, 1905 
(83 Stat. § 24), should be considered. Section 16 provides that 
the registration of a trade-mark under the provisions of the act 
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shall be prima facie evidence of ownership, and any person who 
shall, without the consent of the owner, reproduce or colorably 
imitate any such trade-mark shall be liable to an action for damages 
therefor at the suit of the owner. Section 19 provides that courts 
having jurisdiction of cases under the act shall have power to 
grant injunctions to prevent the violation of any right of the 
owner of a registered trade-mark on such terms as the Court may 
deem reasonable. The allowance of a trade-mark by the Patent 
Office furnishes a strong presumption of its validity (Chapin-Sachs 
Mfg. Co. v. Hendler Creamery Co., 254 F. 553, 166 C. C. A. 111 
[9 T. M. Rep. 128]), and in a case for violation of a properly 
registered trade-mark it is not necessary to show wrongful intent 
or facts justifying an inference of such intent. Thaddeus Davids 
Co. v. Davids Mfg. Co., 283 U. S. 461, 84 S. Ct. 648, 58 L. Ed. 
1046, Ann. Cas. 1915B, 322 [4 T. M. Rep. 175]. It is also 
settled that letters or initials in combination may be adopted and 
placed upon an article in such a way as to indicate the origin or 
manufacturer of the goods, and therefore constitute a valid trade- 
mark. Giron v. Gartner (C. C.) 47 F. 467; Godillot v. American 
Grocery Co. (C. C.) 71 F. 878; Van Hoboken et al. v. Mohns 
(C. C.) 112 F. 528; General Electric Co. v. Re-New Lamp Co. 
(C. C.) 128 F. 154; American Tin Plate Co. v. Licking Roller 
Mill Co. (C. C.) 158 F. 690; Planten v. Gedney, 224 F. 382, 
140 C. C. A. 68 [5 T. M. Rep. 882]. Indeed, there is authority 
for the proposition that a single letter, if adopted and used by a 
manufacturer in order to designate the goods he manufactures, 
and to distinguish them from those made by another, may form 
the subject of a valid trade-mark. McLean v. Fleming, 96 U. 8. 
245, 24 L. Ed. 828; Rosenblum v. Rosenblum (D. C.) 258 F. 868. 
But the rule is applied with caution when, in the custom of the 
particular trade, letters or numerals are generally employed to 
indicate the grade or quality of the goods. Mfg. Co. v. Trainer, 
101 U. S. 51, 25 L. Ed. 998; Coats v. Merrick Thread Co., 149 
U. S. 562, 13 S. Ct. 966, 87 L. Ed. 847; Humphreys’ Homeopathic 
Medicine Co. v. Hilton (C. C.) 60 F. 756; Dennison Mfg. Co. v. 
Thomas Mfg. Co. (C. C.) 94 F. 651. 
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In the case at bar the adoption of the trade-mark “F”’ is so 
recent, and the surrounding facts so very clear, that the conclusion 
may be drawn with certainty that the trade-mark was adopted 
primarily as a symbol indicating the quality or characteristics of 
the goods, and only secondarily, if at all, to indicate their origin. 
The facts leading to this conclusion have already been set out in 
detail, but they may be summarized as follows: Initial use of 
the phrase “Ford Autoline’; its contraction or abridgment to 
“F Autoline for Fords” in order to avoid litigation with Henry 
Ford; the publication of charts by the complainant designating the 
kinds of Autoline to be used for various automobiles which gave 
the advice prior to the discovery of the Ford oil to use “Autoline 
2” for Fords, and subsequent to the discovery, to use “F Autoline” 
for Fords; the use of the letter “F’’ in connection with Tractorlene 
to indicate the proper lubricant for Ford tractors; the fact that 
the letter “F’’ was never used alone but always in connection with 
the word “Autoline” and complainant’s name and address, and was 
not used at all in connection with “Autoline” for other grades of 
oil, as to which other grade marks were used; the use of the letter 
“F” in the grade panels on the one and five gallon cans of ““Auto- 
line,’ and display of pictures on the can as part of page adver- 
tisements in national magazines having a circulation in the millions; 
finally, the general use of letters and figures in the oil trade to 
indicate grades or kinds of oil of various manufacturers. All these 
circumstances combined show beyond doubt that the primary pur- 
pose of the adoption and use by the complainant of the letter 
“F” was not to indicate the origin of the goods, but to advertise 
them as suitable for Ford cars. The origin of the goods was 
indicated by the trade-mark “Autoline” and the Robinson name 
and address. The circumstance that for other sorts of oil the 
complainant had previously used the trade-mark “Diamond F” may 
have contributed in some measure to the adoption of the “F,” 
but it is safe to say that the similarity was a matter of coincidence 
and not of choice. 

It follows that the validity of the trade-mark “F’’ must be 
denied, for, as stated in Paul on Trade-Marks, pp. 105, 106: 
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“It is settled by competent authority that a manufacturer or 
dealer may appropriate different trade-marks for different grades 
of goods of the same general kind, or different species of goods 
of the same genus. Each case is to be decided by considering the 
primary function of the mark adopted. If the primary function 
is to denote origin or ownership, and the mark is dictinctive, it 
is a valid trade-mark. If the primary function is to indicate grade 
or quality, the mark is invalid for the purpose of a trade-mark.” 

The complainant contends, however, that whatever may be 
said of the validity of its trade-mark “F” there can be no question 
in this respect as to its trade-mark “Diamond F.” Not only has 
it been used since 1887, but it is protected by registration under 
the Act of February 20, 1905, and particularly Section 5, which 
permits the registration of any mark employed by the applicant 
in active and exclusive use as a trade-mark for ten years preceding 
February 20, 1905, even though it be a descriptive mark. The 
complainant points out that the trade-mark “Diamond F” may be 
infringed not only by a precisely similar mark, but, as provided in 
Section 16 of the Act, by a colorable imitation, such as “F” with- 
out the diamond, and not only by the use of the mark upon the 
goods of the same character, but also upon goods of substantially the 
same descriptive properties. It is urged, therefore, that the use 
of the letter “F” as a trade-mark on automobile oils is at least 
a colorable imitation and infringement of the trade-mark “Dia- 
mond” as used upon oils for the lubrication of machines and 
engines. 

It would seem that the complainant did not regard the letter 
“F” as identical with “F” in a diamond-shaped figure, for an 
additional registration was secured. However this may be, the 
same purpose did not underlie both marks. It is certain from the 
history that primarily “Diamond F” was a mark of origin, while 
“F” was a mark of description. Therefore even if the marks 


are so similar as to be substantially the same in appearance, it is 


pertinent to inquire whether one may use an established trade- 
mark upon a new product as a grade mark and at the same time 
retain the exclusive right to the symbol. It must be remembered 
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that use of a trade-mark is essential to its validity. The right of 
ownership is not a mere abstract right, as in the case of a patent, 
which may exist apart from the business in which it is used 
(Canal Co. v. Clark, 18 Wall. 811, 20 L. Ed. 581), but owner- 
ship is acquired and retained only by appropriation and use, and 
may be lost by abandonment. Trade-Mark Cases, 100 U. S. 
82, 25 L. Ed. 550; Levy v. Waitt, 61 F. 1008, 10 C. C. A. 
227, 25 L. R. A. 190; American Washboard Co. v. Saginaw 
Mfg. Co., 108 F. 291, 48 C. C. A. 288, 50 L. R. A. 609; 
Stephano Bros. v. Stamatapoulos, 288 F. 89, 151 C. C. A. 165 
L. R. A. 1917C, 1157 [4 T. M. Rep. 157]; Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 408, 36 S. Ct. 357, 60 L. Ed. 
713 [6 T. M. Rep. 149]; Parlett v. Guggenheimer, 67 Md. 542, 
10 A. 81, 1 Am. St. Rep. 416. 

If it be considered that the use of the letter “F” in the ex- 
pression “F Autoline” was in effect an application of the com- 
plainant’s old trade-mark, its employment in this connection for 
purposes of description was so much of an abandonment of the 
symbol as a trade-mark as to justify its use in the same way by 
any one else. This is in fact what the defendant did. ‘“Havoline 
F” indicated a grade of defendant’s goods, and the symbol “F” 
did not signify either origin or manufacture. The complainant 
may not prohibit the use of the mark by others on the ground that 
it is a trade-mark lawfully acquired by continuous and exclusive 
use, and at the same time employ it in a descriptive sense in an 
attempt to monopolize the trade in a particular kind of goods. 

Finally, the complainant contends that it is entitled to relief, 
even though it may not rely upon either of its trade-marks because 
the defendant has been guilty of acts of unfair conmpetition, of 
which the Court has jurisdiction by reason of diversity of citizen- 
ship. The cardinal rule is that nothing else than conduct tending 
to pass off one man’s merchandise or business as that of another, 
will constitute unfair competition. Rathbone v. Champion Steel 
Range Co., 189 F. 26, 110 C. C. A. 596, 87 L. R. A. (N. S.) 
258 [1 T. M. Rep. 259]; American Washboard Co. v. Saginaw 
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Mfg. Co., supra; Hanover Milling Co. v. Metcalf, supra; Hendler 
Creamery Co. v. Chapin-Sachs Mfg. Co., supra. 

The evidence does not bear out the contention there 
was an attempt on the part of the defendant to palm off its goods 
as those of the complainant, or that the acts of the defendant 
tended to produce such result. It has already been noticed that 
neither the complainant nor the defendant made use of the symbol 
“F” in the sale and distribution of Ford oils unaccompanied by 
its general mark for automobile oils. In every instance the letter 
was associated with the word “Autoline” for the complainant’s 
goods and with the word “Havoline” for the defendant’s goods. 
There was, it is true, an unusual and significant exaggeration of 
the letter “F” considered as a grade mark in comparison with the 
remainder of the advertisement with which it was associated. 
Nevertheless, the accompanying names were always prominently 
displayed, and it would have been extremely difficult for any cus- 
tomer to have overlooked the general name by reason of the 
prominence of the letter or to have been misled into the purchase 
of the “F” oil of the defendant when he intended to purchase the 
“F” oil of the complainant. 

There is indeed testimony in the case introduced by the com- 
plainant to show that its Ford oil had become known to the trade 
as “F” oil, indicating not only an oil suitable for Fords, but one 
manufactured or blended by the Robinson Company. The testi- 
mony was given by a number of retail dealers in Baltimore city, 
who handled Autoline products in their place of business. Each 
displayed a sign of conspicuous design and size advertising “F 
Autoline” oil; the letter “F’’ being shown with special prominence. 
They testified in effect that drivers of Ford cars, who were 
regular customers, very frequently asked for “F” oil, although 
sometimes such customers asked for “Ford” oil or “F Autoline.” 
The period of time to which the testimony relates is not made 
perfectly clear, but apparently the witnesses were testifying 
to the situation as it existed at the time of the trial. This testimony 
falls far short of the requirements. It must be borne in mind that 
both parties were endeavoring to make known to the public that a 
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suitable Ford oil could be had. For this purpose the letter “F” 
was well suited as an advertising symbol. Both parties took un- 
usual pains to impress it upon the trade, and when their example 
was followed by other manufacturers the symbol achieved a signifi- 
cance which it would now be difficult to destroy, and “F” oils 
became known not as the oils of a particular manufacturer, but 
as oils suitable for Fords. A case of unfair competition is not 
made out. 


The bill of complaint will be dismissed. 


Tue Best Foops, Inc. v. Hempuitt Packinc Company 
United States District Court, District of Delaware 


March 25, 1925 


Trape-Marxks—ABANDONMENT—ApversE Recistrations Nor Concwusive. 
To establish a defense of abandonment, it is necessary to show 
not only acts indicating practical abandonment, but an actual intent 
to abandon; and the registration by third parties of marks contain- 
ing the syllables “Co” or “Ko” for similar goods, without opposition 
by plaintiff, was not sufficient to prove abandonment by the latter 

of its “Nucoa” trade-mark. 
Trave-Marxs—Unratmr Competirion—“Nvucoa” ror Nut Marcartne—Sy1- 

LABLE “Coa” as Part or Marx Nor Descriptive. 

The syllables “Coa,” “Co” or “Ko” are no more descriptive of 
cocoanut than of cocoa, and arbitrary words containing such syllables 
adopted as trade-marks for nut margarine held not sufficient in them- 
selves to establish that the suffix “coa” as used in the word “Nucoa” 
is descriptive. 

Same—CrirerRion For Conrusion—Lack or Actruat Cases Nor CoNncivsive 

—“Miicoa” AN INFRINGEMENT oF “Nuvucoa.” 

The fact that no actual cases of confusion are proved it is not 
conclusive on the Court, which must decide on the facts as to the 
marks and on the evidence of the market conditions concerned, the 
test as to liability of confusion being not visual comparison but 
memory comparison. Under these criteria, “Milcoa” held to be a 
colorable imitation of “Nucoa.” 


Saulsbury, Curley § Davis, (Chas. F. Curley, George M. Wolf- 
son, of counsel) and Rounds, Hatch, Dillingham & 
Debevoise, all of New York City, for complainant. 
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Ward, Gray & Neary, of Philadelphia, Pa., Porter, Foulkrod 
§ McCullogh, of Chicago, Ill., Walter S. Sheppard, of 


Philadelphia, Pa., and A. B. Stratton, of Chicago, IIl., for 
defendant. 


In equity. Suit for trade-mark infringement. Injunction 
granted. 


The complainant, The Best Foods, Inc., owner and user of 
the registered trade-mark “Nucoa” for vegetable butter, charges 
the defendant, Hemphill Packing Company, with infringement of 
that mark by the use of the latter’s registered trade-mark “Milcoa’”’ 
on its nut margarine and with unfair competition and prays for the 
usual equitable relief. The defenses are (1) non-infringement, (2) 
no unfair competition and (3) laches. The cause is on final 
hearing. 

The plaintiff was organized in 1903 under the name of The 
Nucoa Butter Company. It retained that name until June of 1923. 
It was then changed to The Best Foods, Inc. About the time 
of its organization it acquired by assignment the trade-mark rights 
in ““Nucoa” of its predecessor, Loders & Nucoline, Ltd. There- 
after, on July 25, 1905, it caused the trade-mark to be registered, 
No. 44779. Therein it is stated that the class of merchandise to 
which the trade-mark is appropriated is butter and the particular 
description of goods comprised in the class upon which the trade- 
mark is used is vegetable butter. Until 1915 the plaintiff used 
“Nucoa” as a trade-mark for hard vegetable butter only. That 
butter is obtained from cocoanut oils by pressure, is employed in 
the confectionery, baker and cracker trades and is neither used 
nor adapted for use as a table butter or “spread for bread.” It 
is made in large, compact masses and is packed and distributed 
for sale in boxes or tubs. During the year 1915 the plaintiff began 
the manufacture and sale of a nut margarine produced by churn- 
ing vegetable oil, mainly cocoanut oil, in animal milk. Its main 
use is as a butter substitute or “spread for bread” but, like the 
hard vegetable butter, it may also be used as a vegetable shortening, 
a frying fat and as an ingredient of cakes and icings. This product 
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is packed and sold in pound cartons. Though the plaintiff placed 
conspicuously thereon its name “The Nucoa Butter Company” it 
did not use the word “Nucoa” as a trade-mark therefor until Decem- 
ber of 1917. 

In the year 1916 a third person began using the word “Troco” 
as a trade-mark for its nut margarine and caused the same to be 
registered. It has since continued the use of that mark. This 
fact the defendant seeks to use in derogation of plaintiff’s rights 
to the trade-mark “Nucoa” and in support of the defenses of 
non-infringement and no unfair competition. But, in view of the 
long prior use and registration by the plaintiff of “Nucoa” as a 
trade-mark for vegetable butter, neither the use by the plaintiff 
of that mark upon nut margarine nor the time of the beginning 
of such use is the criterion by which the scope of plaintiff's rights 
with respect to “Nucoa” are to be measured. It is provided by 
statute that the trade-mark rights of a person enable the owner 
to prevent the use by another of that mark, a counterfeit, copy, 
or colorable imitation thereof, not only upon merchandise identical 
in all particulars with that upon which the mark has been used, 
but, as well, upon merchandise having substantially the same de- 
scriptive properties. Section 15 of Trade-Mark Act of 1905. The 
trade-mark of another may not be affixed to goods that are in some 
manner so intimately connected with the article that has borne 
the mark as to make not unreasonable a supposition or belief on 


the part of the purchasing public that the same person or company 


or affiliated persons or companies are the manufacturers or venders 
of both. Aunt Jemima Mills Co. v. Rigney §& Co., 247 Fed. 407 
(C. C. A. 2) [8 T. M. Rep. 163]; Anheuser-Busch v. Budweiser 
Malt Products Corp., 295 Fed. 306 (C. C. A. 2) [15 T. M. 
Rep. 108]; Akron-Overland Tire Co. v. Willys-Overland Co., 278 
Fed. 674 (C. C. A. 8) [11 T. M. Rep. 281]. The hard vegetable 
butter and the nut margarine are each derived mainly from the 
cocoanut. They are both food products. Each is a vegetable 
butter. In my opinion they have the same descriptive properties 
and are, likewise, so related in their uses as to bar the defendant 
from affixing any mark upon its nut margarine that is a colorable 
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imitation of ‘“Nucoa,” the trade-mark for plaintiff's hard vegetable 
butter. An unavoidable corollary of this conclusion is that the 
use of “Troco” as a trade-mark for nut margarine by a third 
person for more than a year before plaintiff used ““Nucoa” as a 
trade-mark for its nut margarine is a fact that is without perti- 
nence to the issues of this cause, save to the extent that that fact 
may be evidence of an abandonment by the plaintiff of its rights. 
This the defendant urges. It asserts that the use of the suffix 
“coa,” “co” and “ko” by other margarine manufacturers has been 
so persistent, continued and adverse that the plaintiff must be 
held to have abandoned any exclusive right to the use of the word 
or syllable ‘“‘coa,”’ In support of this position the defendant has 
produced evidence showing the use and registration of trade-marks 
containing one of those syllables. That evidence reveals the use 
of “coa” as a suffix in three instances—in “Nucoa” by the plain- 
tiff; in “Pecoa” by Wilson & Company and in “Milcoa” by the 
defendant. In a suit instituted by the plaintiff a preliminary 
injunction was granted enjoining the use of “Pecoa.’”’ Upon an 
appeal that order was affirmed. Wilson §& Co. v. The Best Foods, 
Inc., 300 Fed. 484. (See p. 179 ante.) Registrations by others 
of marks containing the syllable “co” or “ko” are “Troco” in 
November of 1916, “Vegeco” in September of 1917, “Alco” in 
January of 1918, “Econut” in August of 1918, “Deconut” in July 
of 1919 and “Keyko” in October of 1920. There is evidence of 
the adoption by third persons, without registration, of “Kokohart” 
late in 1917, “Kokobrand” in 1918, “Tropiconut” in 1919. The 
quantity of nut margarine upon which the marks containing the 
syllables “co” and “ko” were affixed is not shown to have been 
great. If it be assumed (though it is not here decided) that 
every use of “co” or “ko” in the marks of others is pertinent 
evidence upon the question of abandonment by the plaintiff of “coa” 
yet, in my opinion, that evidence is wholly inadequate to establish 
abandonment. To establish a defense of abandonment it is neces- 
sary to show not only acts indicating a practical abandonment but 
an actual intent to abandon. Sazlehner v. Eisner §& Mendelson 
Co., 179 U. S. 19. Actiongeselleshaft, etc. v. Amberg, 109 
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Fed. 151; Taylor v. Carpenter, Fed. Case No. 18,874. I think the 
evidence discloses neither. 

The defendant likewise seeks to make use of the words that 
have been employed as nut margarine trade-marks and of the 
duplicated sound of “coa” in “cocoa” or “cocoanut” to establish 


” 


that “coa” is descriptive and indicates the cocoanut. It would 
then apply the rule that, where a trade-mark consists of a word 
one part of which is descriptive and not subject to exclusive ap- 
propriation while the other is purely arbitrary, the appropriation 
by another of the descriptive part only is not an infringement. 
Feil v. Robbins Co., 220 Fed. 650 [5 T. M. Rep. 168]. Valvoline 
Oil Co. v. Havoline Oil Co., 211 Fed. 189 [4 T. M. Rep. 257]. 


It is not shown, however, that the dictionaries or other books of 


, 


reference anywhere define “coa” as meaning or describing the 


” 


cocoanut. Moreover, it would seem, upon principle, that ‘“‘coa 
is no more descriptive of “cocoanut,” the large, hard-shelled nut 
of the cocoanut palm, than it is of “cocoa,” made from the seeds 
of the chocolate tree. The arbitrary words containing the syllable 


9? 66 


“coa,”’ “co” or “ko,” adopted as trade-marks for nut margarine, are 
not, I think, by reason of their spelling, sound or pronunciation, 
sufficient of themselves, or when considered in the light of the 
spelling or pronunciation of “cocoanut,” to establish that “coa’”’ 
as used by the plaintiff in “Nucoa” is descriptive and, consequently, 
appropriable by the defendant. 

The defendant next asserts that there is no infringement by 
it unless the resemblance of “Milcoa” to “Nucoa” is sufficient to 
convey a false impression to the public mind and is of a character 
to mislead and deceive the ordinary purchaser in the exercise of 
ordinary care and caution in such matters; that the mark “Milcoa” 
has been extensively used since the fall of 1920; that there is no 
evidence that any person has been so deceived or purchased 
““Milcoa” supposing it to be “Nucoa” and that, consequently, the 
Court should not now determine abstractly whether the similarity 
is such as is calculated to deceive. The question thereby raised 


is, however, not new. It is expressly dealt with in Nims on 
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Unfair Competition and Trade-Marks, pp. 601, 602. It is there 
said: 

“The fact that no actual cases of confusion are proved is not con- 
clusive on the Court. Regardless of proof of this sort, it must decide 
on the facts as to the marks used by the parties and on the evidence 
of the market conditions surrounding the every day use of the marks 
whether or not the defendant’s acts will be likely to cause confusion.” 

I do not find that this statement of the law has been at any 
time successfully challenged. Hence, we must now pass to the 
solving of the problem of whether or not the degree of resemblance 
of “Milcoa” to ““Nucoa” is such that the ordinary purchasers of 
nut margarine buying with ordinary caution are likely to be mis- 
led, that is, whether or not “Milcoa” is a colorable imitation of 
“Nucoa.” This is a question of fact to be determined with regard 
to the circumstances of the particular case. Payton & Co. v. 
Snelling, Lampard & Co. (1901) App. Cas. 308-10. Nut marga- 
rine is sold in small or pound cartons. It is a butter substitute. 
The retail prices disclosed by the record have been 25-28 cents. 
In Wirtz v. Eagle Bottling Co., 50 N. J. Equity 164, 169, the 
New Jersey Court of Chancery held it to be a matter of common 
knowledge that the ordinary buyer does not, as a general rule, 
exercise as much caution in buying an article for which he pays 
a few pennies as he does in purchasing a more valuable thing. 
Moreover, the test of colorable imitation is not whether a difference 
may be recognized between the marks of two competing articles 
when placed side by side but whether the difference will be rec- 
ognized by the purchaser when not having the opportunity for 
comparison. McDonald v. Mueller, 188 Fed. 972. The similarity 
is deceptive when it is such that the average buyer in the exercise 
of ordinary care and caution in the purchase of such an article 
is unable to distinguish the defendant’s name or mark from his 
mental picture or recollection of plaintiff's mark. The test is 
not visual comparison but is memory comparison. Nims on Unfair 
Competition and Trade-Marks, pp. 588 and 588-589. It has been 
held that confusion would result from the use of “celluloid” and 
“cellonite,” Celluloid Manufacturing Co. v. Cellonite Manufacturing 
Co., 32 Fed. 94; from “chatter book” and “chatter box,” Estes v. 
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Leslie, 29 Fed. 91; from “roof leak” and “never leak,” Elliott Var- 
nish Co. v. Sears, Roebuck § Co., 221 Fed. 797 [5 T. M. Rep. 306] ; 
from “ramopa” and “maropa,” Ramopa Co. v. A. Gastun Co., Inc., 
278 Fed. 557 [12 T. M. Rep. 59]. At the suit of the plaintiff, 
the Federal District Court in Nevada granted a preliminary in- 
junction enjoining the use of the mark “Pecoa.” The Court of 
Appeals held that the discretion of the trial judge had not been 
abused. Wilson §& Co. v. The Best Foods, Inc., 800 Fed. 484. 
(See p. 179 ante.) I think “Milcoa” is neither less nor more con- 
fusing than “Pecoa,’ but independently of the “Pecoa” decision 
I think “Milcoa” is, in legal contemplation, a colorable imitation 
of ‘““Nucoa,” and, consequently, an infringement. 

The plaintiff charges that the defendant and its predecessor 
in title have been guilty of acts of unfair competition other than 
simulating plaintiff's trade-mark. It asserts that the order cards 
of the plaintiff have been copied literally. Such cards are used, 
however, not by the ultimate consumer but by the dealers. They 
know the names of the persons with whom they deal and the 
trade-marks of the goods which they sell or desire to sell and are 
not so apt to be confused. Moreover, I am not convinced by the 
evidence that the order cards sent out by the plaintiff and defendant 
alike were other than of a standard design. 

I do not find that the charge of unlawful and fraudulent 
imitation of plaintiff's slogans or advertising has been sustained. 

Plaintiff likewise charges that defendant’s carton or dress 
was similar to that of the plaintiff and that it is calculated to 
deceive. With this contention I am wholly unable to agree. I 
see no similarity whatever save in shape and size, but with respect 
to these plaintiff has no monopoly. 

I find no unlawful act in the conduct of the defendant or of 
its predecessor save in the incorporation in their trade-mark of 
the syllable “coa.” It may be that the defendant and its predeces- 
sor truly believed that “coa” was descriptive and that, consequent- 
ly, neither was guilty of any fraudulent intent in the use of 
“Milcoa.” But, as said by the Irish Master of the Rolls in De 
Kuyper and Son v. Baird, 20 R. P. C. 581, “The effort of an 
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honest man, anxious to commend his own goods on the ground of 
quality or cheapness, or both, ought to be to brand them with 
a mark as unlike as possible to other brands, which have their 
own value, instead of trying to go as close as he can with legal 
impunity in the way of imitating them.” Unfortunately, the de- 
fendant and its predecessor did not brand their goods with a mark 
wholly unlike that of the plaintiff. While I am not convinced that 
the similarity of ‘Milcoa” to ““Nucoa” was the result of an actual 
fradulent intent, it was nevertheless a trespass upon plaintiff's 
rights. I do not find that plaintiff’s right to injunctive relief is 
barred by laches. But the plaintiff’s delay in notifying defend- 
ant’s predecessor, the bona fide transfer for a valuable considera- 
tion of the business and good-will of defendant’s predecessor to 
the defendant, the continued efforts to build up the business of 
the sale of defendant’s nut margarine under the name “Milcoa’”’ 
and the failure to bring this suit until the seventeenth day of 
September, 1923, although the use of “Milcoa” as a trade-mark 
for nut margarine had been begun in the fall of 1920, are sufficient, 
I think, to bar the plaintiff’s right to an accounting. Nims on 
Unfair Competition and Trade-Marks, pp. 7038, 704. 

An injunction to prevent the further deceptive use by the 
defendant of ‘“‘coa” on its nut margarine must be decreed. 


Hunyapi Janos Corporation v. ALEXANDER F. STOEGER 


United States District Court, Southern District of New York 
March 24, 1925 


Trape-Marks—Unrair CompetitionN—Trapvinc Wirth tHe Enemy Acr— 

Transrer oF Trape-Marxs ann Goop-Wir1—IntTent or CoNnGress. 

It was the apparent intention of Congress to sell enemy property 

as fully as the owner thereof could sell; and property so conveyed 

gave the purchaser the exclusive right to carry on the business in 

the United States, with the right of protection of a court of equity 
from interference by the alien concern. 
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SamMeE—SamMEe—“Hunyapi Janos”—Ricut or Purcnaser UNpdEeR THE Trap- 
Inc With tHE Enemy Acr—Goop-Wit IN THE UnrrTep STares 


APpPURTENANT TO Busrness Here RatHer THAN TO WELIS IN 
HunGary. 


In an action for infringement of the name “Hunyadi Janos” 
used on mineral water, brought by the purchaser of the original 
business in the United States under the Trading with the Enemy Act, 
held that the original owners had carried on the business of import- 
ing and selling such water extensively enough to acquire a good-will, 
and that a sale of said business transferred the trade-marks, not 


as appurtenant to the wells in Hungary, but as appurtenant to the 
business carried on here. 


Same—Same—Same—ImportTaTIoN AND Sate oF Water Unver Oricinar 

Lasers Herp Unrair Competition. 

When, after plaintiff had acquired by purchase from the Alien 
Property Custodian all the good-will, trade-marks, and rights ap- 
purtenant to the importation and sale in the United States of the 
original “Hunyadi Janos” water, defendant imported it under the 
original labels and sold in the United States, he was guilty of 
unfair competition, and was enjoined. 


In equity. Suit for infringement of trade-mark. Judgment 
for plaintiff. 


Harry D. Nims and Minturn De S. Verdi, both of New York 
City, for plaintiff. 

Briesen & Schrenk (Hans V. Briesen and Fred A. Klein, of 
counsel), all of New York City, for defendant. 


Bonpy, D. J.: This is a suit to restrain the infringement of 
trade-marks registered in the Patent Office of the United States, 
which were seized and transferred to plaintiff's assignor by the 
Alien Property Custodian, acting under the Trading with the 
Enemy Act. 

Prior to the war between the United States and Austria- 
Hungary, Andreas Saxlehner and his successors bottled, and sold 
throughout the United States and elsewhere, under the name of 
Hunyadi Janos, mineral water from wells in the neighborhood of 
Budapest owned by them. They used in the United States a label 
bearing their trade-mark “Hunyadi Janos” and a picture of the 
head of a knight. 

In the course of time Andreas Saxlehner registered the trade- 
mark “Hunyadi Janos” in the Patent Office of the United States 
and he and his successors maintained in the United States a place 
of business from which they distributed to buyers in the United 
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States and other countries their mineral waters and also pills, 
which were manufactured for them in the United States and sold 
by them under their trade-mark “Hunyadi Janos.” 

When war was declared between the United States and Austria- 
Hungary, this business of importing and selling mineral water 
in the United States was being conducted in the name of Andreas 
Saxlehner at 130 Fulton Street, in New York City. Goods were 
shipped and bills rendered from there and payments were received 
there. 

On December 21, 1918, the Alien Property Custodian of the 
United States, acting under the provisions of the Trading with 
the Enemy Act, demanded and seized the business of the firm 
of Andreas Saxlehner, all its tangible and intangible assets, trade- 
marks, trade-names, and good-will as the property of an alien 
enemy resident in Budapest, Hungary. 

On December 24, 1918, the Alien Property Custodian filed 
a copy of the demand and notice of the seizure of the property in 
the office of the Commissioner of Patents, and sold as a going 
concern the business theretofor conducted under the trade-name of 
Andreas Saxlehner, at 180 Fulton Street, New York, and elsewhere 
in the United States, including its office furniture, fixtures, pills, 
labels, good-will, trade-names and trade-marks to the Partola 
Manufacturing Company, which on May 19, 1919, transferred 
the same to the plaintiff, a corporation existing under the laws of 
the State of New York. 

The defendant, a citizen of New York, now imports mineral 
water bottled by the firm of Andreas Saxlehner in Hungary, and 
sells this water under the name of “Hunyadi Janos” and “Andreas 
Saxlehner,” in bottles which bear labels similar in every detail to 
those above described. 

The plaintiff asks that the defendant be enjoined from import- 
ing and selling any bitter water under the name of Hunyadi 
Janos, or the name Andreas Saxlehner, or under any colorable 
imitation of plaintiff's label and from doing anything which may 
tend to destroy or impair the rights, trade-marks, property or 
good-will seized by the Alien Property Custodian. 
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In A. Bourjois & Co., Inc. v. Katzel, 275 Fed. 589 [11 T. M. 
Rep. 2117], the Circuit Court of Appeals held that the importa- 
tion and sale in the United States by a third person of a face 
powder made in France, bearing the trade-mark under which it 
is sold in France and also in this country, is not an infringement 
of the American trade-mark on the same imported powder, acquired 
by an American from the French manufacturer, even assuming 
that it would be a breach of its obligation, if the French manu- 
facturer sold the powder in this country under that mark. The 
Court held that because the third person bought the face powder 
in France and herself imported it into this country and sold it 
in the boxes in which she purchased the powder, she did not infringe 
the American trade-mark. 

Following that decision, the Circuit Court of Appeals affirmed 
an order denying the application of the complainant in the suit 
under consideration for a preliminary injunction against the de- 
fendant, and in so doing the Circuit Court said: “If we assume 
for the purposes of the argument that the plaintiff obtained good 
title to the business in this country of the firm of Andreas Saxlehner 
in Hungary, and owns here the trade-marks claimed, nevertheless, 
as the defendant purchased the water in Europe and it is the 
genuine Hunyadi Janos water, and he is offering it to the trade 
in the same form in which he imported it, and the labels were 
affixed to it by the firm of Andreas Saxlehner in Budapest, we see 
no distinction in principle between this case and the Bourjois 
case. Hunyadi Janos Corporation v. Stoeger, 285 Fed. 861 [18 
T. M. Rep. 101}.” 

Subsequently, the United States Supreme Court reversed the 
decision of the Circuit Court of Appeals in the Bourjois case, 
and held that the fact that the powder was the genuine product 
of the French concern, and that it was contained in boxes of the 
French concern, bearing its trade-mark, did not give the defend- 
ant the right to sell the powder in such boxes in the United States 
after the French concern had sold to the complainant its trade- 
marks, business and good-will in the United States. Bourjois & 
Company v. Katzel, 260 U. S. 689 [13 T. M. Rep. 69]. 
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As was pointed out by the Circuit Court of Appeals on the 
application for a preliminary injunction in this suit, it did not 
deem it necessary to inquire whether the plaintiff acquired legal 
title to the trade-marks through the sale by the Alien Property 
Custodian, because assuming it had the legal title, the defendant 
could import and sell an article made in a foreign country and 
bearing the trade-mark under which it is sold in that country, and 
also in this country, without infringing the American trade-mark 
on the same imported article. 

The Trading with the Enemy Act (Act of November 4, 1918, 
ch. 201) provides that if the President shall so require, any 
property, including patents, copyrights, trade-marks and rights 
and claims of every character and description belonging to an 
enemy or ally of an enemy not holding a license granted by the 
President, which the President after investigation shall determine 
so belongs, may be seized by the Alien Property Custodian and 
that any requirements made pursuant to the act or a duly certified 
copy thereof, may be filed, registered or recorded in the proper 
office for the filing, registering or recording of conveyances, trans- 
fer or assignments of patents, copyrights or trade-marks, or any 
rights therein, and if so filed, registerd or recorded, shall impart 
the same notice and have the same force and effect as a duly 
executed conveyance, transfer or assignment to the Alien Property 
Custodian so filed, registered or recorded. 

The defendant contends that the trade-marks were inseparable 
from the product of the natural springs or wells in Hungary and 
therefore could not be conveyed without the wells to which they 
were appurtenant, and that therefore they could not be seized and 
transferred by the Alien Property Custodian, and that the sale 
by him effected at most a transfer of the tangible property in 
the New York selling office and of the right to dispose of the 
merchandise there on hand under trade-marks appurtenant thereto. 

The plaintiff contends that the Alien Property Custodian 
seized the business and the good-will of the business carried on in 
the United States and that the trade-marks and trade-names were 
appurtenant to the business carried on in the United States. 
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In its opinion on the application for a preliminary injunction 
herein, the Circuit Court of Appeals said: 


“If the firm of Andreas Saxlehner in Hungary had transferred, along 
with its trade-marks, its American business exclusively to the New York 
firm and had thereafter undertaken to compete with the latter by ex- 
porting its water to the United States for sale here, its conduct would 
have afforded a ground for equitable jurisdiction. See Apollinaris Co. v. 
Scherer, 27 Fed. 18, 20; A. Bourjois & Co. v. Katzel, 275 Fed. 539, 542 
[11 T. M. Rep. 211?].” 


The seizure of the American business of Andreas Saxlehner 


by the Alien Property Custodian and its transfer by him did have 


the same legal effect as if Saxlehner had transferred his American 
business with its good-will and trade-marks exclusively to the 
New York firm, or its assignor. 


In Koppel v. Orenstein, 289 Fed. 446 [13 T. M. Rep. 164] 
Judge Manton said: 


“It was the apparent intention of Congress to sell enemy property 
as fully as the owner thereof could sell. This was deemed necessary as 
a war measure. In the case of a going concern which owned the good-will 
or trade-marks, it was clearly intended that these concerns should be 
kept going in order to engage in manufacturing or other enterprises which 
might be needed for the welfare of our country during this period, and it 
had the other purpose of crippling the enemy to the extent of preventing 
the enemy from enjoying its property or its profits during such period. 
Likewise, it was the intention of Congress that the American citizen who 
was authorized to purchase at public sale should, if the terms of sale 
so provided, be able to buy and enjoy his purchase as a going concern, 
thereby obtaining all that the German proprietorship consisted of at the 
time of sale. The language of the Trading with the Enemy Act clearly 
embraces this power of sale. To permit of the sale of the physical 
property only would have deprived the purchaser in the instant case 
of the great value of the good-will of the German corporation which had 
made its business and its growth during the preceding years. The con- 
veyance by the bill of sale as referred to, conveyed ‘the business as a going 
concern and the good-will, together with ‘all registered and unregistered 
trade-marks trade-names and the like,’ and ‘all privileges, franchises 
and rights of every kind,’ owned by the German corporation and _ its 
subsidiaries in the United States. We think this conveyed to the pur- 
chaser the exclusive right to carry on the business in the United States 
with the right of protection of a court of equity from interference by 
the German corporation, for if the present interference be permitted, 
what was conveyed would, in time, be destroyed. The sale was as 
complete as if it were a voluntary conveyance of its interests in the 
United States by the German corporation. It is not the case of a sale 
in invitum of the good-will and business. Assuming a voluntary sale of 
its good-will and business had been made by the German corporation, 
would it have been at liberty later to impair the good-will by seeking the 
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customers of the buyer and carrying on business using substantially the 
same trade-name and trade-symbol as they had therefore used? We think 
not.” 


In the Bourjois case the United States Supreme Court ex- 
pressly refers to the fact that the labels have come to be under- 
stood by the public here as meaning goods coming from the plain- 
tiff who bought the powder in bulk and repacked it in the United 
States. 

In the Koppel case the product sold by an alien enemy in the 
United States and seized by the Alien Property Custodian, was 
manufactured in factories in the United States. The trade-mark 
affixed to the product, although the trade-mark of an alien, indi- 
cated a product coming from a factory in the United States. 

In the case under consideration, the evidence that the names 
Saxlehner and Hunyadi Janos were associated in the United States 
with a business carried on in New York, rather than with a mineral 
water having its origin in Hungary, is not very satisfactory. It 
seems, however, sufficient has been proved to establish that the 


aliens carried on the business of importing and selling Hunyadi 


Janos water, and of manufacturing and selling Hunyadi Janos 
pills, in the United States extensively enough to create good-will 
in connection with their business in the United States, and that a 
sale of their business, its good-will and its trade-marks did transfer 
the trade-marks, not as appurtenant to the wells, but as appurtenant 
to the business carried on in America and sold by the Alien Prop- 
erty Custodian. 

The Circuit Court of Appeals seems to have been of that 
opinion when it stated that, if the firm of Andreas Saxlehner had 
transferred along with its trade-marks its American business ex- 
clusively to the New York firm and had therafter undertaken to 
compete with the latter by exporting its waters to the United 
States for sale here, it would have afforded ground for equitable 
jurisdiction. 

The defendant contends that the bill should be dismissed be- 
cause the trade-mark has been used with a design of deceiving 
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the public in the purchase of merchandise. 
Section 21.) 

The fact that the plaintiff is doing business under the name 
of Hunyadi Janos Corporation and that the plaintiff on a label 
announces that it is the owner of the firm of Andreas Saxlehner 
does not justify defendant’s contention that the plaintiff thereby 
represents itself as the owner of the wells or as identified with 
the firm of Andreas Saxlehner. This is so in view of the fact 
that Andreas Saxlehner and his successors besides selling mineral 
water, also manufactured in the United States and sold under the 
name of Hunyadi Janos, pills made of chemicals, none of which 
was derived from Hunyadi Janos water, and in view of the fact 
that plaintiff affixed to the bottles containing the Hunyadi water 
sold by it a notice that “in the United States the trade-mark 
Hunyadi Janos is the property of and may be used only in con- 
nection with the business formerly carried on at 180 Fulton Street, 
New York, by Andreas Saxlehner, which business we now own, 
and any person selling mineral water in the United States under 
the name Hunyadi Janos, which does not bear this neck label, 
shall be prosecuted to the full extent of the law.” 

The facts do not convince the Court that the mark or the name 
Hunyadi Janos Corporation has been used by the plaintiff with 
a design of deceiving the public in the purchase of the water. 
(See Jacobs v. Beecham, 221 U. S. 263, 278 [1 T. M. Rep. 55].) 


The infringement of plaintiff's trade-mark, therefore, must be 
enjoined. 





(Trade-Mark Statute, 


Pennino v. CaTALaNo 
King’s County, New York Supreme Court, Special Term 
March 30, 1925 


Uwxrair CompetritioN—Imiration or CopyriGHtep TirLeE—INJUNCTION. 
The acts of defendant, in publishing and selling a song written 








PENNINO V. CATALANO 223 


by him under the name “Romola,” after plaintiff had published and 

copyrighted a song having the same title, held unfair competition and 

enjoined. 

In equity. Suit for unfair competition. Injunction granted. 

CatLaGuan, J.: During the month of February, 1925, the 
plaintiff wrote a song in the Italian language which he entitled 
‘“Romola,” and underneath the title he added the descriptive words 
in the Italian language meaning “The Girl of Sorrow.” There- 
after the defendant wrote a song, giving it the same title, “Romola,” 
and underneath appeared in the Italian language the descriptive 
words, “The Heroine of Love.” Both authors claim that the story 
is based upon a novel by George Eliot. Both songs have been 
copyrighted. The papers seem to indicate that the defendant first 
secured the copyright. The date when plaintiff secured his copy- 
right does not appear. It is established beyond doubt, hovever, that 
the plaintiff first wrote and published the song under that title, 
and from other litigation between the parties it appears that this 
defendant has heretofore indulged in similar practice, so that there 
is little doubt that he intended to avail himself of the advertising 
which the plaintiff has done, and to get the benefit thereof for his 
own composition. Music rolls have been made by each of the 
parties, and the names upon the boxes containing the rolls are so 
similar as to mislead. This motion is resisted principally upon 
the ground that the plaintiff has no right to maintain this action 
in this Court, and that the only remedy is for the infringement 
of the copyright, which action must be brought in the Federal 
Courts. The action is not for infringement, however, but is to 
prevent unfair competition and to enjoin the defendant from mis- 
leading the public into believing that the composition written by 
him is the same as that written by the plaintiff. It is not difficult 
to understand how a popular song, which is usually of short life, 
having a large sale, could be published under another name and 
readily sold with considerable profit to a writer who is not entitled 
to use the name, and with detriment to the real author. Such a 
practice should be discouraged and the party guilty of such unfair 
dealing should be enjoined (Frohman v. Morris, 68 Misc. 561; 
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Dickey v. Mutual Film Corporation, 160 N. Y. Supp. 609 [9 T. M. 
\ Rep. 194]). The motion is granted, with $10 costs. Plaintiff will 
' be required to put up a bond in the sum of $500. 


Repeater CuHocouate Co., Inc. v. Just Born, INnc.; Just Born, 
Inc. v. Repeater Cuocouate Co., Inc. 


«cattieensdl stash oan egeti timer --— 


New York Supreme Court, Special Term 


March 18, 1925 













Trape-Marxs—Unrairn Competirion—“Frencuy” AND “FRENCHEES” 
Canpvy—First User Entiriep to Exciustve Use—Insuncrtion. 
Plaintiff, which began the use of the word “Frenchy” as a trade- 
mark for a chocolate bar prior to the use of the word “Frenchees” 
by defendant on a similar product, held to have right to exclusive 
use, and the use of the latter mark was enjoined. 


ON 


In equity. Cross suits for alleged unfair competition. Injunc- 
}| tion granted Repeater Chocolate Co., Inc. 

if CaLiaGuan, J.: There are two motions here. The plaintiff 
in each action asks for the same relief against the defendant. As 
far back as April, 1922, the Repeater Chocolate Co., Inc., manu- 
factured a chocolate bar which it sold for five cents and labeled it 
“Frenchy.” In November, 1924, Just Born, Inc., began to manu- 
facture a chocolate bar similar in shape and color to that manu- 
factured by the Repeater Chocolate Co. and labeled it “Frenchees.” 
+ One in looking at these two words sees little or no similarity. cer- 
. tainly not enough to mislead. Each of the parties asserts that 
there is such similarity in name and size as to mislead, and con- 
sequently, one who has no right to the use of that name or to 
manufacture chocolates of the size described is infringing upon the 
right of one who has such right, so that it may be assumed that 
these two commodities are similar and that one of the parties has 
no right to sell the product as heretofore. The Repeater Chocolate 
Co., Inc., as has been stated, manufactured and sold this product 
as early as April, 1922. Just Born, Inc., has manufactured and 
sold it only since November, 1924. Ordinarily the one to first 
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use a name or a style in manufacturing and selling a product of 
this character is entitled to that privilege exclusively. But it is 
said here that the Repeater Chocolate Co., Inc., has ceased to 
manufacture or sell this product. That is not so. While the sales 
have not been large, it has continuously manufactured and sold 
this product. That must be evident or Just Born, Inc., would not 
have complained against the Repeater Chocolate Co., Inc. The 
agent of the Just Born, Inc., found this product in the market and 
reported that fact to his superiors. That company was the first to 
bring the action for the relief asked here. Had such action not 
been started both parties might have gone along manufacturing and 
selling their products without interference, and, I think, without 
a great deal of harm to either of the parties. But as the question 
of the right to use this has been raised, it must be determined. I 
find that the right to manufacture and sell this product is with 
the Repeater Chocolate Co., Inc., and a temporary injunction in its 
favor may issue. 


Pioveu CuHemicaLt Company v. Isapore BuLLIoNn 


Court of Appeals of the District of Columbia 


April 6, 1925 


Trape-Marks—Opposirion—ApreaLt—“Rep ann Wuirte” ann “BriacK AND 
Wurre”—Lack or Deceptive ReseEmBLaANcE—AFFIRMAL. 
A mark consisting of the words “Red and White” and one con- 
sisting of the words “Black and White,” in the one case, and a 
mark consisting of a square divided by two diagonal lines into four 
equal triangles, two of which are red, alternating with two white ones; 
and a label design divided by a diagonal line into two parts, one 
white, the other black, with the words “Black and White” shown 
thereon, in the other, held not to be deceptively similar; and the 
Commissioner’s decision was affirmed. 


Before Martin, Chief Justice, Ross, Associate Justice and 
Barser, Judge of the United States Court of Customs Appeals. 
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E. W. Bradford, of Washington, D. C., for Plough Chemical 
Co. 


John W. Farley, of Memphis, Tenn. and C. L. Parker, of 
Washington, D. C., for Isadore Bullion. 


Appeal from the Commissioner of Patents in two trade-mark 
oppositions. Affirmed. (For the Commissioner’s decision, see 
14 T. M. Rep. 66.) 

Martin, C. J.: This appeal relates to two separate applica- 
tions filed by the party Bullion for the registration of certain 
trade-marks, and the oppositions of the Plough Chemical Company 
thereto. The two issues are similar in character, and were sub- 
mitted together. 

In one case the trade-mark for which the applicant sought 
registration consists of the words “Red and White,’ while the 
trade-mark of the opposer is composed of the words “Black and 
White.” In the other case the mark sought to be registered con- 
sists of a square divided by two diagonal lines into four equal 
triangles, two of which are bright red in color, alternating with 
two white ones. The opposer’s trade-mark in that case is a label 
design, divided by a diagonal line into two parts, one white, the 
other black, with the words “Black and White” printed thereon. 

The respective trade-marks are used upon the same general 
class of goods, consisting of skin ointments, hair dressing, cold 
cream, talcum powder, liniments, tonics, and similar articles. 

The present decision of course must depend upon whether 
there is a sufficient resemblance in point of sight, sound or sense, 
between the competing trade-marks, as to be likely to deceive 
others, especially ordinary purchasers buying under usual condi- 
tions, so as to pass the goods of one party off as the goods of the 
other. This is almost exclusively a question of fact, and the record 
accordingly contains considerable testimony upon the subject. The 
Assistant Commissioner held in favor of the applicant in each case, 
and dismissed the oppositions. 

We shall not enter into a detailed discussion of the evidence 
in the case, since this would amount to no more than a repetition 
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of the views set out in the decision of the Assistant Commissioner. 
We content ourselves with saying that the opposer’s word-mark 
“Black and White” should not prevent a registration of the ap- 
plicant’s word-mark “Red and White.” The respective terms 
naturally suggest contrast rather than identity, when applied to 
articles of merchandise. As to the figured marks we may say that 
the marks themselves furnish convincing proof of the absence of 
a deceptive resemblance between them. They differ naturally in 
color and design, and are not likely to deceive or mislead anybody. 
The decisions in question are affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Advertising Slogan 


Fennine, A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for a number of compositions for the 


treatment of the complexion, nails, and the hair, the words “Beautv 
Aids for Every Need.” 


The grounds of this decision are that the words are purely 
descriptive of the goods to which they are applied, and that the 


device is merely an advertising slogan not indicating origin or 
ownership. 


With respect to the first ground, the Assistant Commissioner 
said: 


“It seems too clear to need extended argument that the words are 
employed in a purely descriptive sense and hence are inhibited from 
registration by the statute. Anyone who produces a line of similar 
articles may allege that he produces ‘Beauty Aids for Every Need.’ 

“It has been frequently indicated that a term which at once imparts 
information is descriptive, and it seems clear that applicant’s mark here 
- issue at once imparts information that the goods are aids to procuring 
veauty. 

“The most liberal rule which has been applied to registering marks 
is that words should be registered if they leave open to everybody 
else all words useful in describing any quality or property appertaining 


to the particular goods. The registration of the present mark would 
not leave useful words open to use.” 
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With respect to the second ground, the Assistant Commissioner 
said: 

“The examiner was right in holding that the device sought to be 
registered is merely an advertising slogan and in no way indicates origin 
or ownership (citing decisions, including, In re The Dolly Varden Choco- 


late Company, 333 O. G. 525, refusing registration of the slogan ‘When 
Words Fail-Send’).”? 


Conflicting Marks 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register the words “Full-O-Life,” as a trade-mark for poultry 
feed, in view of the prior use by the opposer of the words “Ful-O- 
Pep,” on the same goods. 

The ground of this decision is that the marks are so similar 
as to be likely to cause confusion in the mind of the public. 

In his decision, after pointing out that The Quaker Oats 
Company had used the words “Ful-O-Pep” long before the Crans- 
ton-Liggett Grain & Feed Company entered the field, and that 
the latter company had bought goods from the opposer marked 
with this trade-mark and, therefore, was familiar with that mark, 
and referring to the applicant’s argument that the notation ‘“Ful-O” 
or “Full-O” had been previously used by others on goods of the 
same sort, and in consequence The Quaker Oats Company was 
not entitled to any broad protection on this portion of its mark, 
and that the other two words “Pep” and “Life” were so distinct 
as to preclude any probable confusion, the First Assistant Com- 
missioner said, after citing certain decisions relied upon by the 
applicant: 


“These adjudicated cases establish, clearly enough, the general doctrine 
that where the first word or prefix of two marks is the same and has 
been used by others previously upon goods of the same descriptive prop- 
erties, there is no conflict if the other words or suffixes of the marks 
are wholly dissimilar in appearance, sound, and significance. This is 
especially emphasized as the correct view if the general significance of 
both marks looked at as a whole is wholly different. The instant case 
is distinguished from these previously decided cases in this that the 
general significance of the two marks, as a whole, is the same, and like- 
wise this is true of the two suffixes Pep and Life. To be full of life is to be 
full of pep, and the contrary is also true. Both notations convey the im- 


*Ex parte Marinello Company, 146 M. D. 488, April 30, 1925. 
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pression of full of vigor, vitality, and energy. The word Pep belongs to the 
class of slang words but conveys the general meaning to the average mind, 
when applied to a fowl, of vim, snap, vigor, or punch. (Funk & Wagnalls 
New Standard Dictionary of the English Language—1923.) Much the 


same general impression is obtained from the word Life, as used in the 
notation.” ? 


Descriptive Terms 


Fennina, A. C.: Held that Henri Muraour & Cie, of Grasse, 
France, is entitled to register, as a trade-mark for perfumery, the 
words “Narcisse Bleu,” the application for registration being based 
on a French registration, notwithstanding the prior use and regis- 
trations by the opposer of the words “Le Narcisse Noir,” 


“Narcisse Blanc,” and “Narcisse Jaune,”’ as trade-marks for the 
same goods. 


The ground of this decision is that the word “Narcisse,” the 
French word for narcissus, is merely descriptive of perfumery, 
and that the marks “Le Narcisse Noir” and “Narcisse Bleu’ are 


not so similar as to be likely to cause confusion in the mind of the 
public. 


In his decision the Assistant Commissioner said: 


“Opposer’s testimony seems to indicate a use of its mark Le Narcisse 
Noir prior to applicant’s date. The testimony also seems to indicate that 
Narcisse may have acquired a secondary meaning as indicating opposer’s 
goods, but the trade-mark statute makes no reference to secondary 
meaning. 

“It is pointed out that there is in nature no such thing as a black 
narcissus or a blue narcissus. It is suggested, therefore, that both the 
marks Le Narcisse Noir and Narcisse Bleu are not descriptive, but are 
arbitrary, although it seems to be suggested that the white narcissus and 
the yellow narcissus marks would describe perfumery made from narcis- 
sus flowers. 

“Under these circumstances it seems clear to me that no one can 
have exclusive use of Narcisse on perfume and goods marked Narcisse 
Noir and Narcisse Bleu may stand side by side in the market. Opposer 
should have selected a purely arbitrary mark if he wanted broad pro- 
tection against any other mark approaching it. Narcissus is a well- 
known and generally used name not merely academic like ‘?Origan’ in 
Le Blume Import Co. v. Coty, 293 Fed. Rep. 344 [13 T. M. Rep. 233].”* 


*The Quaker Oats Company 1. Cranston-Liggett Grain & Feed Co., 
146 M. D. 424, April 8, 1925. 


*Caron Corporation v. Henri Muraour & Cie, 146 M. D. 413, April 1, 
1925. ’ 
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Kinnan, F. A. C.: Held that the prior use by the opposer 
of the term “Veribest,” as a distinguishing name or mark upon 
a number of food products, including butter, eggs, and dressed 
poultry, was not a sufficient ground for refusing to register to 
applicant the term “Urebest,” as a trade-mark for butter, eggs, 
and dressed poultry, but held, further, that the mark was not 
registrable since it is merely descriptive of the goods. 

He also held that the mere fact that “Veribest” is descriptive 
did not warrant the conclusion that the opposer had no right to 
file the opposition and that, if the two marks had been deceptively 
similar, registration should have been refused on that ground. 

In his decision, after pointing out that Armour & Company 
had shown prior use of “Veribest,’ on the goods specified, long 
prior to any use claimed by George F. Hinrichs, and referring to 


the grounds of the decision of the Examiner of Interferences, the 
First Assistant Commissioner said: 


“Tt is clear enough that the notation Veribest is one that others are 
at liberty to use. The issue here is not opposer’s right to exclude others 
from using this descriptive notation but whether it would be damaged, 
within the meaning of the Statute, by the registration of Urebest by ap- 
plicant for use on the same class of goods. The basis of damage must 
be, obviously, that the two notations are so similar as to cause confusion 
in trade. 

“It is, of course, not necessary that opposer be the owner of a 
registered or registrable trade-mark in order to justify its opposition to 
the registration of the same, or a similar notation used by another.” 

* * * * * 


“It would appear that in the instant case, the opposer’s use of its nota- 
tion has been as extensive as and of a character similar to that of the 
use as set forth by the opposers in these adjudicated cases. It is thought 
the opposer’s view, in the instant proceeding, that it is entitled to appear 


and oppose the registration of the applicant’s notation, should be ac- 
cepted.” 


aa * * * * 


“The word ‘best’ has been widely applied to goods of almost every 
class and is used in connection with them almost daily by dealers and 
purchasers. It must be deemed such word is public property as a de- 
scriptive term, and would not suggest origin or ownership to anyone 
using it or seeing it upon the goods. The other two portions of the 
notations are quite dissimilar. Possibly there is some common significance 
in both the complete notations.” 


As to the question of the descriptiveness of the word “‘Urebest”’ 
he said: 
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“It is a common practice, of which judicial notice may be taken, for 
customers to ask a dealer for some of his best eggs, a pound of the best 
butter, or one of the best chickens among his supply of dressed poultry. 
In making such request, the customer, speaking directly to the dealer 
would say, ‘I wish a dozen of your best eggs, or ‘a pound of your best 
butter. It would thus seem that the notation, Urebest, which is a mere 
misspelling of the usual words, would clearly describe to the grocer or 
dealer what the customer wanted. In this sense, the notation for which 
applicant seeks registration becomes a typical descriptive phrase frequent- 
ly used by customers in asking for goods. It would thus be possible, 
also, for the dealer to sell goods having the applicant’s mark on them, 


on receiving such a request from a customer, even if the goods were 
inferior to those desired by the purchaser.” ‘ 


Kinnan, F. A. C.: Held that the prior use by the opposer 
of the mark “Glo-Ben,” upon watches and clocks, was no reason 
for refusing registration to applicant of the notation “Radium-Glo,” 
for the same goods, but that the notation “Radium-Glo” is not 


registrable for clocks and watches since it is merely descriptive 
thereof. 


With respect to the first point, after referring to the decision 
of the Examiner of Interferences holding that the word “Glo” is 


an obvious misspelling of the word “Glow,” which word is common 
property, and that the other parts of the two notations are so 
different that there is no likelihood of confusion, and to the argu- 
ment of the opposer that the applicant employs, as does opposer, 
a dark background and white letters, and places his notation in 
the same position on the dial that the opposer places his, the 
First Assistant Commissioner said: 


“It must be recognized that this Office is not concerned with the dress 
of the goods, independently of the feature of the mark, and also it must 
be noted that these features of dark background, white letters, and 
position of the mark, are all common to watches and clocks from a 
period long prior to the date opposer adopted and began using its 
mark. It is believed the descriptive word “glow” is open to anyone for 
use in connection with goods of the character here involved, and in 
consequence, opposer is not entitled to the breadth of protection which 
it seeks. There is no similarity in any way between the other two 
portions—Radium and Ben—of the marks. The two notations, therefore, 
have no similar significance, outside of this reference to the fact that the 
timepiece will glow, either when viewed as a whole or when the two 
unlike portions are compared.” 


‘Armour & Company v. Geo. F. Hinrichs, Inc, 146 M. D. 417, 
April 4, 1925. 
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With respect to the question of the descriptiveness of appli- 
cant’s mark, after referring to applicant’s argument that there 
was no indication as to what part of the timepiece glows and that 


the term in question did not suggest any construction peculiar to 
the operation of the article, he said: 


“It must be held, however, that the only part of a timepiece which 
would be advantageously made to glow would be the dial, so that an 
observer might determine the time when otherwise he could not see suffici- 
ently for such purpose. The average purchaser would understand, clearly 
enough, that it was the face of the timepiece that had a radium glow 
or glow from the radium, or was made to glow because a radium or 
radium-like compound was present. The witness called on the part of 
the applicant, whose testimony is quoted at length in the decision of the 
Examiner of Interferences, makes it very plain that he considered the 
notation merely descriptive, exactly descriptive, of this characteristic of 
the timepiece, and that was why the notation was adopted and used.” * 





Kinnan, F. A. C.: Held that the applicant is entitled to 
register the words “Synthay Porcelain,’ as a trade-mark for a 
porcelain composition for fillings for teeth, notwithstanding the 
prior use and registration under the Act of 1920, by opposer of 
the words “Synthetic Porcelain,” for the same goods. 

The ground of the decision is that the words “Synthetic 
Porcelain” are clearly descriptive of the goods and that the opposer 
is in no way injured by the registration of the mark in question 
to the applicant since these two marks are not so alike as to 
cause confusion in the mind of the public. 

In his decision, after stating that the opposer had shown 
use of the words “Synthetic Porcelain” long prior to the use by 
applicant of its mark, and that the goods were of the same de- 
scriptive properties, the First Assistant Commissioner said: 

“It appears opposer’s notation is merely descriptive and cannot be 
otherwise interpreted. Both words are but what anyone has the right 
to use and naturally would use to describe a poreclain which was synthet- 
ically formed. There seems to be no other conclusion possible than that 
reached by the Examiner of Interferences as to the descriptive nature 
of the notation, and this fact is deemed further proved by the registration 


granted opposer under the 1920 Act. Had the notation not been 
descriptive, it would not have been registrable under this Act, 


* Western Clock Company v. 
April 6, 1925. 





The Luminite Corp. 146 M. D. 420, 
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“Opposer bases its claim of damage upon the likelihood of confusion 
in trade. Under these circumstances, it is believed opposer is not entitled 
to prosecute this opposition.” 

+ * 7 - * 


“Since the opposer is not the owner of the trade-mark, the con- 
clusion of the Examiner of Interferences that opposer had not qualified 
under the statute as to probable damage is sound. The applicant’s mark 
is not believed to be so nearly the same as that used by the opposer as 
to cause confusion in the mind of the public or deceive purchasers. To 
hold otherwise would be to hold that the applicant’s mark is descriptive.” * 


Fenninea, A. C.: Held that the applicant was not entitled 
to register the word “Sealed” as a trade-mark for motor illuminat- 
ing and burning oils for power purposes. 

The ground of this decision is that the mark is merely 
descriptive of the goods. 

In his decision the Assistant Commissioner said: 

“In order to avoid this possibility of deception, applicant proposes 
to place its gasoline in small tanks or cans, which may be sealed so as 
to indicate the genuineness of their contents, the seal being broken when 
the gasoline is used. For this reason he adopts an appropriate label, 


copies of which are filed here as specimens, reading ‘Sealed Trade-Mark 
Crew Levick (on a black diamond) Reg. U. S. Pat. Off. Gasoline.’ It 


is clear that applicant employs the word ‘Sealed’ in an appropriately 
descriptive manner to define a characteristic or condition of its goods. 
Anyone who incloses goods in a sealed wrapper or container may ap- 
propriately refer to those goods as sealed goods. 


* + * * * 


“The most liberal rule which has been applied to registering marks 
is that words should be registered if they leave open to everybody else 
all words useful in describing any quality, or property appertaining to 
the particular goods. The registration of the present mark would not 
leave all useful words open to use. 

“It might also be suggested that there is no actual trade-mark use 
of the present mark (citing decisions).” 


* * * « * 


“T am unable to find the case of the National Biscuit Co. v. Swick, 
121 Fed. Rep. 1007, controlling in this case. There was involved there 
an arbitrarily selected design associated with words, and the mark as a 
whole was under consideration. Here the mark consists of the simple 
word ‘Sealed,’ which, as indicated above is not susceptible of trade-mark 
protection.” * 


*The L. D. Caulk Co. v. Garhart Dental Specialty Co., 146 M. D. 423, 
April 8, 1925. 
‘Ex parte Crew Levick Company, 146 M. D. 429, April 27, 1925. 
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Non-Conflicting Terms 


Fennine, A. C.: Held that applicant is entitled to register 
the mark “Pom-Po-Lay,” as a trade-mark for a chemical prepara- 
tion for the treatment of the hair, notwithstanding the prior use 
and registration by Annie M. Malone of the word “Poro” as a 
trade-mark for similar goods. 

The ground of this decision is that the two marks are not so 


similar that their contemporaneous use would be likely to cause 
confusion in the trade. 

In his decision, after referring to the prior decision in Malone 
v. Myers & Parker, 146 Ms. Dec. 289, holding Myers & Parker 
not entitled to register the mark “Pompo” in view of the prior 


use by Malone of the mark “Poro,’ the Assistant Commissioner 
said: 


“As indicated in my decision in the Myers and Parker case, that was 
a case of some doubt and the doubt was waived against the later comer. 
Here, however, we have marks which are clearly distinguishable, one 
has two syllables and the other three syllables. Their terminations are 
entirely different, the chief point of similarity being that each mark 
contains as its first two letters the same letters. This distinction in the 
marks is sufficient to remove the doubt which was present in the Myers 
and Parker case. I must hold, therefore, that the marks are not 
sufficiently similar to be likely to cause confusion.” 


With respect to the objection that the opposer Malone had 
not shown title to a mark which had been registered in the name 
of another because she had merely introduced in the record certified 
copies of the assignments of record in this office, the Assistant 
Commissioner said: 


“The certified copy was objected to on the ground that it was in- 
competent and that, as the best evidence, the original instrument itself 
was called for. That objection was made at the session for taking testi- 
mony on November 13, 1923. Opposer made no effort to meet the objec- 
tion, although it was raised and strenuously urged in the brief below 
and in the brief here. 

“Since the hearing on this appeal opposer has filed a motion to 
reopen the case for the purpose of taking additional testimony to introduce 
the alleged assignments which are alleged to be acknowledged in accord- 
ance with the statutes. I am constrained to hold that this motion comes 
too late and the petition to reopen must be denied. Opposer might have 
corrected the defect in this regard in 1923, and its delay until 1925 is 
not reasonable. 
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“The statute makes a certified copy of Patent Office records evidence 
of the same weight as the records themselves. From this opposer urges 
that a certified copy of the record in this office of an assignment is as 
effective as the assignment itself. There are some ancient holdings to 
this effect in some circuits. The more logical and the prevailing practice, 
however, is set out in Foamite-Childs Corporation v. Pyrene Mfg. Co., 
288 Fed. 416. The cases there cited and the argument of the Court clearly 
indicate that the original assignment itself must be produced or its 
absence accounted for before the records in this office may be relied upon 
to prove the assignment.” 


* + + * * 


“The opposition therefore must be dismissed on the ground that 
opposer has not shown title to the mark on which she relies. 


“As indicated above, however, I prefer to rely upon the decision 
yn the merits.” * 


Part of Corporate Name 


Fennine, A. C.: Held that the Yale Electric Corporation 
is not entitled to register, as a trade-mark for batteries, battery 
cells, flash lights, lighting outfits such as are particularly adapted 
for Christmas trees and similar decorative purposes, a mark con- 


sisting of the word “Yale” in an octagonal border. 

The ground of this decision is that the octagonal border is 
immaterial and that the real mark is the word “Yale” and that 
this is merely the name of a corporation, namely, The Yale & 
Towne Mfg. Co. 


With respect to the border around the word, the Assistant 
Commissioner said: 


“The octagonal border applied to applicant’s mark does not con- 
stitute a distinctive display of the word in the sense of the statute any 
more than did the borders in the cases of In re Landis, 327 O. G. 4, 


— App. D. C. —, and Dunlap & Co. v. The Jackson & Gutman Company, 
13 T. M. Rep. 66, 326 O. G. 469.” 


After referring to the argument of the applicant that the 
distinguishing feature of the opposer’s name is “Towne” and not 
“Yale,” due to the fact that Mr. Towne for many years was the 
active man in charge of the business after the death of Mr. Yale, 
the original partner, he said: 


*Malone v. Weyer, 146 M. D. 436, April 30, 1925. 
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“This distinction may have existed for a few years. It does not 
exist now. The distinction may have been known to a few people. We 
must constantly bear in mind, however, hat the origin of a name and the 
origin of a trade-mark are not known to the general public, and it is 
the general public before whom the name or mark is brought.” 


With respect to the name of the corporation, he said: 


“The evidence indicates that opposer here is sometimes referred to 
as the “Yale Company,” or the “Yale Lock Company.” At any event 
I have no hesitancy in finding that applicant’s mark is merely the name 
of an individual or of a corporation. As such it must be refused regis- 
tration and the opposition sustained (Stark Inland Machine Works v. 
Inland Rubber Co., 143 Ms. Dec. 10 [14 T. M. Rep. 30]).”° 


Publici Juris 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register the words “Fashion Park” and “Fashion Club,” as trade- 
marks for hats and caps, notwithstanding the prior use and regis- 
tration by the opposer of the word “Fashionknit,” as applied to 
a variety of goods, including hats and caps. 

The ground of these decisions is that the word “Fashion” is 
descriptive and publici juris, and that the words “Park” and 
“Club” are so unlike the word “Knit” that there would be no likeli- 
hood of confusion between the marks of the respective parties. 


In his decision in one case, the First Assistant Commissioner 
said: 


“There can be no difference of view as to the word ‘fashion’ being 
descriptive as applied to wearing apparel of any kind, including hats 
and caps. It is used so generally by persons in referring to these articles 
of personal wear that no one would be likely to think of it as being used in a 
trade-mark sense. Opposer’s goods would hardly become known as fashion 
goods, such a term not being sufficiently distinctive to indicate any par- 
ticular article. This word is clearly publici juris, is one the public as 
well as both applicant and opposer not only has the right to use but 
does use quite commonly in referring to any and all of these articles 
of wearing apparel. This being true, the remaining portions of the two 
marks, as well as the two marks considered as a whole, have nothing 
in common as to sound, spelling or meaning, aside from the common 
descriptive word ‘fashion.’ It is believed, in consequence, there would 


not be confusion in trade by these two marks appearing upon rival goods 
in the market. 


*The Yale & Towne Mfg. Co. v. Yale Electric Corporation, 146 M. D. 
415, April 1, 1925. 
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“To sustain this opposition would be to hold no one could register 
as a trade-mark the descriptive word ‘fashion’ combined with any other 
word whatever, because almost no other word so combined could be more 
dissimilar to the word ‘knit’ than the word ‘club. This would, in effect, 
substantially grant opposer exclusive rights to the word ‘fashion’ alone.” 


With respect to the contention of the applicant that the mark 
of the opposer, “Fashionknit,” is merely descriptive and therefore, 
not a valid trade-mark, the First Assistant Commissioner said: 


“Appellant has contended opposer has no valid trade-mark because 
of the descriptive character of the words comprising its mark. In 
support of this contention, applicant cites the holding of Judge Learned 
Hand in the case of Franklin Knitting Mills, Inc. v. Fashionknit Sweater 
Mills, Ine., 297 Fed. Rep. 247 [14 T. M. Rep. 235], in which he held: 

“*The word “Fashionknit,” as applied to knitted articles of clothing, 
held descriptive, and not a valid trade-mark, as it can only mean “knit 
in fashion” or “fashionably knit.”’ 


“It is believed, however, applicant is without standing in this pro- 
ceeding as to any right to attack the opposer’s mark in this collateral 
manner.” * 


Res Adjudicata 


Fennina, A. C.: Held that the applicant is not entitled to 
registration of the word “Capitol,’ for muslin and cotton piece 
goods, and that its registration of such mark should be cancelled. 

The grounds of this decision are that the questions, whether 
muslin and cotton piece goods to which applicaat applied its mark 
are of the same descriptive properties as cretonne, on which 
G. Sidenberg & Co. has used a picture of the Capitol, whether 
applicant acquired any rights by the purchase of a registration 
from the Albion Company, and whether the two marks are de- 
ceptively similar are res adjudicata in view of a decision in an 
interference involving the same parties, and that, irrespective of 
the question of res adjudicata, consideration of the testimony taken 
in the cancellation proceedings and stipulated thereinto from the 
interference establishes that a picture of the Capitol at Washing- 
ton and the word “Capitol” are deceptively similar, that cretonnes 
are goods of the same descriptive properties as muslin and cotton 
piece goods, that the trade-mark of the Albion Company was 


* Franklin Knitting Mills Co. v. Kassman & Kessner, 146 M. D. 
431 and 483, April 2, 1925. 
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abandoned prior to its transfer to applicant and that G. Siden- 
berg & Co. had proved use of its mark prior to the date applicant 
began use of its mark after transfer from the Albion Company. 


With respect to the question of res adjudicata, the Assistant 
Commissioner said: 


“There may be in some cases grounds for cancellation not raised 
in interference proceedings and there ‘may be cancellation proceedings 
which raise new issues. It is not necessary, therefore, to hold generally 
that in every cancellation proceeding, a prior interference between the 
same parties is res adjudicata, although it must be res adjudicata with 


respect to the issues raised or necessarily determined by the interference 
proceeding.” 


And after quoting from the decision in the interference, 
said: 


“It is clear then that the Examiner of Interferences found that 
Childs procured nothing by the supposed purchase from the Albion Com- 
pany, and that they had no rights paramount to Sidenberg’s. We must 
be concluded by that holding in the present proceedings. 

“It will be remembered that in the interference proceeding Childs’ 
mark was the word ‘Capitol’ and Sidenberg’s mark was a picture of 
the Capitol building at Washington. No motion was made to dissolve 
the interference on the ground that the marks were dissimilar and both 
parties as well as the office apparently considered the marks similar. 
The decision in that case, therefore, is conclusive on the parties as to 
the similarity of the marks.” 





With respect to the similarity of the marks, the Assistant 
Commissioner, after stating the conclusion that he had reached 
upon a consideration of the testimony, said: 


“T am unable to hold with Childs that we should clearly distinguish 
between the word ‘Capitol’ and the picture of the Capitol building at 
Washington, because both have been registered many times for many 
goods. Nor am I impressed with the fact that the word ‘Capitol’ is 
frequently applied to State Capitols and buildings other than the Capito! 
building at Washington. Photography and the printing press have so 
widely disseminated pictures of the Capitol building at Washington that 
we must take judicial notice of the fact that substantially every inhabit- 
ant of our country on seeing a picture of the building will have a mental 
impression of the word ‘Capitol.’” ™ 


"G. Sidenberg & Co. v. W. H. Childs & Son, 146 M. D. 345, Decem- 
ber 31, 1924. 














